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UNITED STATES CIRCUIT COURT OF APPEALS 
Crarves It. Hires Co. v. VILLePicue. 
6 Fed. Rep., 890.) 
Kighth Circuit, May 14, 1912 


} 


UNFAIR COMPETITION—IN 


The sale as “Hires Root Becr” of a beverag 


vac oO 
centrated extract prepared and sold by complamant will not be en 
jomed, where defendant luntarily ceased the practi aS soon as 
informed of complainant's objection and the evidence negatives any 
intent on defendant's part to defraud. Whether the acts iplained of 
constitute unfair competiti ymaere 


Qn appeal from a decree of the circuit ¢ 


urt, district of 
Kansas, in favor of defendant 


Oliver Mitchell ( Mitchell. Chadwick & Kent, on the brief), 


for appellant. 


Shelby C. Brown and Bruce H. Grigsby (Brown Grigsh) 
on the brief), for appellee. 


before SANPORN, ADAMS and CARLAND, Circuit Juds 


ges. 


CARLAND, Circuit Judge.—This action was instituted to re- 
strain what is alleged to have been fraudulent and unfair busi 


ness competiton in the use by appellee of appellant's trade-name. 
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The circuit court on final hearing dismissed the bill. The facts 
which in our judgment compel the affirmation of the judgment 
of dismissal appear in the record as follows: 

From 1877 to 1890, Charles E. Hires was engaged in the 
manufactire of root beer preparations. In 1890 he sold his busi- 
ness, together with formulas, to the Charles E. Hires Company, 
the appellant herein. Since 1890 the appellant has been engaged 
in the manufacture of extracts for making beverages, and the 
manufacture of a beverage called “Hires.” The word “Hires” 
was registered by the appellant as a trade-mark on June 20, 
1906, in the United States Patent Office. The class of merchan- 
dise upon which said trade-mark was claimed to be used was 
root beer, root beer extract, and the dried ingredients for making 
root beer. 

In 1904 the appellant put upon the market, sold, and adver- 
tised a fountain syrup for making root beer. It has spent $100,- 
000 a year in advertising this syrup. The annual sales have 
amounted to more than $500,000. In 1888 Charles E. Hires put 
upon the market a preparation in liquid form for making root 
beer. This preparation was called “Hires Improved Root Beer.” 
One package was sufficient to make five gallons of beer. Sub- 
sequently the name of this package in liquid form was changed 
to “Hires Household Extract,” and it is still sold as such. 

In 1909 the appellee was a dispenser of soft drinks at 
Chanute, Kan. He advertised and sold what he called “Hires 
Root Beer.” This beer was purchased in tanks from Charles 
\. Brown, proprietor of the Brown Pharmacy, at said town of 
Chanute. Brown made the beer that he sold to appellee from 
Hires Improved Root Beer package hereinbefore described. In 
a circular issued with each package of Hires Improved Root 
Beer, giving information as to the preparation of root beer from 
the liquid extract, the preparation when made was designated 
“Hires Root Beer.” 

The appellant claims that, while any person might purchase a 
package of Hires Improved Root Beer or Household Extract and 
do what he pleased with the same, he could not make beer from 
the same and call it “Hires.” We do not stop to consider the 


validity of this claim, or as to whether, under the evidence, ap- 
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pellee 1s shown to have been in business competition with the ap- 
pellant. We are satisfied that the judgment below must be 
athirmed for the following reasons: 

The appellee never knew that the appellant had any objec- 
tion to his advertising and selling the beer which he sold as 
Hires Root Beer until he was served with process in this action, 
and when so notified he immediately ceased selling. He knew how 
the beer was made by Brown, but had no knowledge that would 
lead any prudent person to suspect that the beer which appel- 
lant in his circular called Hires Improved Root Beer could not 
be so called by him. We apprehend that, if appellee had sold root 
beer made from appellant's fountain syrup, there would have 
been no trouble. 

This is not a case of infringement of trade-mark, but to re- 
strain unfair business competition ; in other words, to restrain ap- 
pellee from selling to the public under appellant's trade-name 
a root beer that is not in fact that of appellant. In this class of 
cases, before a bill for injunction will be sustained, there must be 
evidence that will satisfy the court that there was a wrongful 
intent in fact, or justify the inference from the inevitable con 
sequences of the act complained of. Elgin National IVatch Com- 
pany v. [Illinois IVatch Company, 179 U. S., 665, 21 Sup. Ct., 270, 
45 L. Ed., 265; WecLean v. Fleming, 96 U. S., 245, 24 L. Ed., 828; 
Lawrence Mfg. Company v. Tennessee Mfg. Company, 138 U.S., 
537, If Sup. Ct., 396, 34 L. Ed., 997; Day v. li’ebster, 23 App. 
Div., 601, 49 N. Y. Supp., 314; Goodman v. Bohls, 3 Tex. Civ. 
\pp.. 183, 22 S. W., 11; N. K. Fairbank Co. v. Windsor, 124 
Fed., 200, 61 C. C. A., 233; Faber v. Faber (C. C.), 124 Fed., 603; 
Lamont, Corliss & Company v. Hershey (C. C.), 140 Fed., 763. 

In the case at bar there is no evidence that the appellee in- 
tended in any way to defraud the appellant, and no such infer- 
ence can be drawn from the sale itself. The appellee ceased from 
doing the act complained of as soon as he knew that the appel- 
lant objected. 


Decree affirmed 
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UNITED STATES DISTRICT COURT 


Moxt&é Company v. Daowst. 
(197 Fed. Rep., 678.) 


’ 


District of New Hampshire, June 22, 1912. 


Unrairk COMPETITION—IMITATION OF BOTTLE. 

Practical identity in the form of the defendant’s bottle for a 
beverage, with that used by the complainant in the sale of a well 
known beverage of a like character, does not of itself constitute un- 
fair competition. Distinctive markings on the bottles themselves, com 
bined with advertising intended to create a reputation for defendant's 
goods, refute the charge of unfair competition. 


In Equity. On final hearing. 


Mitchell, Chadwick & Kent, for complainant. 
P. H. Sullivan, for defendant. 


Avpricu, District Judge.—In this case, the complainant asks 
for an injunction upon the ground that the defendant is en- 
gaged in unfair competition. 

The complainant, through extensive advertising, has built 
up a very considerable reputation for the beverage known as 
Moxie, and it is claimed that their transparent glass bottle, of a 
novel and distinctive shape, is such that the consuming public 
recognizes the bottle, in which the color of the contents is shown, 
and that the defendant’s bottle and the color of the beverage are 
so like the complainant’s in visual appearance that the purchas- 
ing public accept the defendant’s beverage, thinking it to be 
Moxie, when it is not. The complainant's trade-mark “Moxie” 
is registered and the name blown in its bottles. The defendant's 
trade-mark “Bo-La” is blown in the bottles, with other figures, 
which clearly indicate, if examined, the advertisement of a dif- 
ferent article from that known as Moxie. 

The evidence sufficiently shows that the defendant's bever- 
age was originally put up in champagne bottles, which have a 
well-known shape, and different from that of the Moxie bottle. 
The defendant changed the champagne bottle to a Simpson bottle, 
which he says he liked better, and, after certain experiments, 
ordered large quantities made, of clear glass and of the shape of 
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the Simpson bottle, which is unquestionably of a shape like that 
of the Moxie bottle. The Simpson bottle which he used at first 
had ornamental flutings about the top and bottom of the body 
of the bottle. The defendant's explanation of the change is that 
he found a shortage of empty champagne bottles in the market, 
that he liked the Simpson bottle better, and, discarding the flut- 
ings, had sufficient quantities made with markings of his own. 

Under the holdings in the Singer Case, 163 U. S., 169, 16 
Sup. Ct., 1002, 41 L. Ed., 118, and the Dictionary Cases, which 
were trade-mark cases, reported in (C. C.) 150 Fed., 638 and 170 
Fed., 167, 95 C. C. A., 423, and that of the Yale & Towne Manu- 
facturing Co. v. Worcester Manufacturing Co., 195 Fed., 528, 
which was a patent case, decided in the Court of Appeals for 
the First Circuit, April 9, 1912, where the complainant's case 
was largely predicated upon the idea of the same visual appear- 
ance, I think the complainant here has not made out a case for 
relief upon the ground of unfair competition. 

The Moxie bottle has a metal top which holds over the neck 
of the bottle through pressure, while the defendant's has a rub- 
ber stopper forced into the snout of the neck of the bottle and 
held by wire mechanism. The complainant’s bottle is marked 
in two places with the words, “Trade-Mark,” while the defend- 
ant’s bottle has blown on its body, in prominent letters, “Regis- 
tered,’ with the word “Bo-La,” in association with the emblem of 
an eagle with spreading wings, and the words, “Manufactured 
by Dan Daoust, Manchester, N. H.,” prominently blown in the 
bottle, all upon a sunken base surrounded by a circular line. 
The labels are distinctively different in color and design; the 
defendant's word “Bo-La™ being surrounded with red ornamental 
lines, with the word “Bo-La” in red letters, and the name of 
the manufacturer and place of manufacture distinctly and promi- 
nently set out, and prominently surmounted by an eagle, with 
spreading wings, and arrows in its claws, while the complain- 
ant’s label has the word “Moxie,” and specifies the Moxie Com- 
pany of New York and boston as proprietors, all of which is 
emphasized by the figure of a woman with bared arms, and a 
shoulder load of grain. 


The case is pretty strong upon the visual shape of the bottles, 
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but under the doctrine of the cases to which I have referred, 
especially that of the Yale & Towne case, the visual shape is not 
always a controlling factor. 

The distinctive markings, supplemented by the extensive and 
elaborate pictorial advertising of the Bo-La proprietor, make it 
clear that the defendant was not building upon the name or repu- 
tation of Moxie, but trying to create a reputation for Bo-La. 

| do not think the complainant has sustained such a proposi- 
tion of unfair competition as entitles it to equitable relief, and 
the bill should be dismissed, and it 1s so ordered. 


Moxie Company v. BAGOIAN. 
(197 Fed. Rep., 680.) 
District of New Hampshire, June 22, 1912. 


Unraik COMPETITION—Usk OF MARKED CONTAINERS. 

Drinking glasses furnished by the complainant, and prominently 
marked with the name of complainant's beverage, “Moxie,” and i 
tended to be used in dispensing the same, can not be fairly used to 
dispense another and competing beverage. Their use for such purpose 
constitutes unfair competition and will be enjoined. 

Unrair CoMPETITION—COosTs 

When the complainant prevails only upon an inconsequential part 
of its case, but fails on the main branch thereof, costs should not be 
awarded to either party. 


In Equity. On final hearing. 


Mitchell, Chadwick & Kent, for complainant. 
John M. Stark, for defendant. 


AvpricH, District Judge—So far as concerns the claim of 
unfair competition, based upon the ground of visual appearance, 
and the other phases having reference to the manner in which 
Bo-la is put upon the market, this case is controlled by the result 
reached in Moxie Co. v. Danicl Daoust, 197 Fed., 678, June 22, 
1912 [ante, p. 394]. 

The present case, however, involves an additional phase. 
The evidence shows that the defendant sometimes served Bo-La 
in Moxie glasses, which had been put out by the Moxie Com- 
pany to him when carrying the Moxie beverage, and in these 
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glasses the word “Moxie” was prominently blown. It is, of 
course, reasonable to assume that the Moxie Company did not 
intend these glasses furnished to their dealers, to be used in 
connection with other beverages, and | think the defendant's 
use of the glasses was wrongful, and that an injunction should 
issue under that feature of the bill. The defendant thus pre- 
vails upon the substantial branch of the complainant’s case, and 
fails on that phase which, though wrongful in this particular case, 
is practically inconsequential, and, as a result, | think there 
should not be costs either way. A decree will be drawn in ac- 
cordance with this opinion. 


THe Coca-CoLa Company v. AMERICAN Druccists SYNDICATE, 


ct al, 
Southern District of New York, Oct. 7, 1912. 


TraAbDE-MARK—V ALIDITY—I NERINGEMEN1 

The name “Coca-Cola,” applied to the complainant's beverage, is 
a good and valid registered trade-mark and is infringed by the use 
of the term “Extract of Coca and Kola” for a like drink 


In Equity. On motioy for a preliminary injunction. 


Harry D, Nims, for complainant. 
D. Raymond Cobb and Philbin, Beekman, Menken & Gris- 
com, for defendant. a 


LacomBE, C. J.—IN the Coca-Cola Company v. Nashville 
Syrup Company (U. S. District Court, Middle District of Ten- 
nessee, July 8th, 1912) | Reporter, Vol. Il, p. 318], it was held, 
in a carefully considered opinion, that complainant had a valid 
registered trade-mark in the term “Coca-Cola” applied to the 
well-known soft drink which it makes and vends. This conclusion 
I am inclined to accept as correct; the only question left is 
whether in undertaking to afford relief against the use by others 
of a similar term, the court should enjoin the defendants from 
selling the preparation which the defendant syndicate makes 
under the term “Extract of Coca and Kola.” 

It is no substantial departure from the term “Coca-Cola” 
to spell either or both words with a K, or to substitute for the 
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hyphen the conjunction “and” or an ampersand, and it seems 
not to be a sufficient differentiation to call the compound an ex- 
tract, or an elixir, or a decoction. 

For obvious reasons both sides insist that the cola constitu- 
ent of their respective compounds has been thoroughly decocain- 
ized, thus depriving it of its peculiarly characteristic element. 
There is not in the record any satisfactory evidence that a com- 
bination of decocainized coca with cola has ever been used, or 
is usable, in medicine or in the arts or any otherwise than as a 
soft drink. Under these circumstances it would seem that com- 
plainant is entitled to an injunction against the further use of 
the term “Extract of Coca and Kola,” or any similar name as 
the name of defendant's soft drink. That the drink as sold is 
concentrated so as to require dilution by the dispensing druggist 
and the addition of sweetening to make it a soft and palatable in- 
gredient to be added at the soda fountain to aerated water, 
seems immaterial. 

The operation of the injunction will be stayed for sixty 
days after entry of the order. 


CHarieEs 3. PERKINS v. APOLLO Bros., INCORPORATED 
(197 Fed. Rep., 476.) 


Liastern District of Pennsylzantia. 


1. UNFAIR COMPETITION—ELEMENTS 


Unfair competition is not shown where two brands are not offered 
on the same market, do not in fact compete, and defendant adopted 
the plaintiff's name in ignorance of its prior use by plaintiff. 

2. GEOGRAPHICAL TERM. 

A geographical term may be a trade-mark and the right thereto 
becomes exclusive, when it has acquired a secondary meaning as in- 
dicating the goods of a particular maker. 


In Equity. On final hearing. 


Edward M. Biddle, Charles I. McKeehan and Joseph S. 
Clark, for complainant. 
Albert HW". Sanson and Hector T. Fenton, for respondent. 


J. B. McPuerson, District Judge—This action seeks to re- 
strain the defendant from unfair competition in the sale of cigar- 
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ettes, and also from the use of a trade-name averred to belong 
to the plaintiff. 


The evidence does not support the charge of unfair compe- 
da 


tition. The two brands of cigarettes are not offered to the same 
market, and do not compete in fact. No deception or attempted 
deception was proved, and | incline to the belief (which is rele- 
vant on this branch of the case) that the defendant adopted the 
name used on its brand in ignorance of the name used by the 
plaintiff. 

The real contention is about the trade-name. The name 
on the plaintiff's brand is “Nubia’’—in the singular number— 
and the name on the defendant's is ““Nubias’—apparently in the 
plural. The plaintiff was in the field several years before the 
defendant, and it seems hardly open to discussion whether the 
later name resembles the earlier so closely as to infringe. As | 
think, they are practically identical, and therefore, although the 
dress and the devices used on the respective packages are dis- 
similar, nevertheless the name is not at the defendant's service if 
the plaintiff has a prior and a better right. And it makes no dif- 
ference that the plaintiff's market may be for the present some- 
what restricted, nor that the defendant and the plaintiff are not 
yet appealing to the same trade. At any time these conditions 
may change, and it seems clear that if the plaintiff has acquired 
a right, either exclusive or qualified, to use the name “Nubia,” 
the defendant can not trespass upon his right, whether it be com- 
plete or limited. 

How extensive, then, is the plaintiff's right? If “Nubia” 
were an arbitrary word, his right would be undoubted 
and complete. He is the only seller of Nubia cigarettes, and has 
sold many thousand during the last fourteen years. If the name 
were arbitrary, “Nubias’ could not be used under any circum- 
stances, no matter how innocent might be the defendant's state 
of mind, nor how slight the actual competition. The plaintiff's 
right of property in the name could not be interfered with, and 
the defendant would be obliged to exercise its ingenuity in con- 
structing another word. But, of course, “Nubia” is not an ar- 
bitrary word. It is the name of a country in Africa, a province 
of Egvpt, and, since it is a geographical name, its use as a trade- 
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name is subject to some restrictions. It is not correct to say 
that a geographical name may never be used as a trade-name ; on 
the contrary, a merchant may use it freely, but, as a general 
rule, he can not acquire an exclusive right thereto. Other mer- 
chants may use it as freely as he, unless it has acquired a second- 
ary meaning in his hands, and in that event such meaning will 
receive due protection. It is therefore necessary to inquire what 
“Nubia” should be held to mean as the plaintiff is using it, and 
this, | take it, is a question of fact here as in similar inquiries. 
And at this point it should be further noted that the plaintiff has 
reinforced the obvious suggestions of “Nubia” by the pictorial 
devices that he adds upon his packages. He depicts a desert scene, 
in which camels and pyramids are shown, and there are also 
some columns and an arch that are Egyptian in style. [| can not 
doubt that the name and these devices taken as a whole were in- 
tended to suggest, as they certainly do suggest, that the tobacco 
in the cigarettes is of Egyptian or of Turkish origin. They might 
also suggest—and this is the only other alternative—that the 
cigarettes had been made in Nubia, or at least in Egypt; but this 
possible suggestion is negatived by the appearance of the plain- 


tiffs name and address in a conspicuous position on the 


pack- 
age: “Charles I. Perkins, Bestcn, Mass.. U. S. A.” I think, 
therefore, that the inference should be drawn that the word 
“Nubia” with its surround.ngs on the plaintiff's package, means 
that the tobacco is Egyptian or Turkish in origin, both Nubia and 
Egypt being included within the Turkish Empire. And _ this is 
true in fact, for the plaintiff's cigarettes are made of Turkish 
tobacco, which is a distinctive name for a well-known kind of 
tobacco, irrespective of the particular country or province in or 
near the Turkish Empire where it may be grown. As far as the 
evidence discloses and my general knowledge on the subject ex- 
tends, there is no distinetive kind of tobacco known as “Nubian, ’ 
and certainly not in the sense in which it is customary to speak 
of Turkish or of Sumatra, or even of Virginia or of Burley 
tobacco. No doubt, tobacco is grown in the country of Nubia, but 
there is no evidence that its kind is distinctive, or its quantity un- 
usual, or that much of it is exported. I venture to affirm that 


it has no place in the American market by reason of any dis- 
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tinctive quality, and has acquired no place there by the name of 
“Nubian” for any reason. 

In a word, I do not find in this record sufficient evidence to 
support the argument that the plaintiff's trade-name of “Nubia” 
is telling an untruth or is intended to deceive the public. | think 
it means no more than I have already indicated, namely, that 
the package contains cigarettes of Turkish tobacco made by Char- 
les B. Perkins in Boston. These are undoubtedly the facts, but 
for the purposes of this case I shall assume that such use of the 
name does not give the plaintiff an exclusive right thereto under 
any and all circumstances. I shall treat it as a geographical name, 
pure and simple, but even then I think the plaintiff's right is su- 
perior. If the defendant were making cigarettes in Nubia, or were 
making cigarettes in the United States out of Nubian tobacco, it 
would have a right to call them “Nubias” or any other similar 
name to indicate where they were made or where the tobacco was 
grown. But neither of these suppositions is true. The defend- 
ant’s business and the plaintiti’s business are in part exactly alike. 
They both manufacture cigarettes in the United States, not out 
of Nubian, but out of Turkish tobacco, and I think no sufficient 
reason has been pointed out for allowing the defendant to use a 
name to which the plaintiff has acquired a prior right by prior 
and continuous use. both parties are doing the same thing, and 
are seeking to use the same name for the same purpose. Neither 
has the slightest connection with Nubia or with Egypt, except 
that both use Turkish tobacco. The dispute is between American 
manufacturers about the use of a trade-name which both happen 
to like, and (for all that is shown by the evidence) which both 
appear to have chosen and to be using innocently enough. It 
seems to be a situation where a court may properly apply the 
maxim, “Prior in tempore, potior in jure.” 


The plaintiff is entitled to a decree against Apollo Bros., 


Incorporated, in accordance with this opinion. 
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GaRCIA v. GARCIA. 
(197 Fed. Rep., 637.) 
Eastern District of Wisconsin, July 9, 1912. 


1. UNFAIR COMPETITION—TRADE-NAMES. 

The use of the trade-name “F. Garcia & Bro.,” “Garcia Bros.,” 
or any like combination of the name “Garcia” with the suffix “Bros.,” 
held to be unfair competition as against an earlier firm of “F. Garcia 
& Bros.” 

UNFAIR COMPETITION—INJUNCTION. 

The right to enjoin unfair competition does not depend on the 

volume of business done by the defendant. 


In Equity. On final hearing. 


In June, 1886, Jose, Francisco, and Antonio Garcia, brothers, 
associated as partners under the firm name and style of “F. Garcia 
& Bros.” in the manufacture of cigars, and so continued until 
about the year 1900 or 1901, when Antonio retired from the firm; 
but, with the exception of such change, the business so estab- 
lished had been continuously conducted under the name and style 
of “F. Garcia & Bros.” The retirement of the one brother caused 
no change in the assets, business, good will, or property of the 
business, and the complainants, Jose and Francisco Garcia, are 
the possessors and owners of all of the same. 

From the beginning, at the date mentioned, the complainants 
have built up a very large business and good will, increasing from 
year to year, throughout every state of the United States except- 
ing three. The firm, its business and products, have been ex- 
tensively advertised and the goods marketed at a cost in excess 
of $100,000. As a result thereof they have become well known 
throughout the country, and particularly in certain sections, the 
northwest, and in the State of Wisconsin, in which latter state 
the goods have been sold since 1890, principally in the cities of 
Milwaukee, Madison and Racine. The business office of the firm 
during all these years has been located at No. 22 Warren Street 
in the City of New York. Its cigar manufactories are located in 
Tampa, Fla., and in Havana, Cuba. Its cigars have been marketed 


and sold under various names or brands; there being manu fac- 
tured at Tampa nine, and at Havana two, different brands. Such 
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cigars are packed in boxes of 25, 50 or 100, as the case may be; 
the boxes having different marks, labels and edgings for the 
different brands. At Tampa, Fla., the complainants have manu- 
factured one of their principal brands, which is known and called 
“F, Garcia & Bros.’ On the boxes of all the brands excepting 
one, the name “F. Garcia & Bros.” has always appeared promi- 
nently and usually in several different places upon the boxes. In 
addition to using the different names, all of the brands of com- 
plainants’ cigars have been identified by placing the firm name 
“F. Garcia & Bros.” on what is called the rear panel or “back 
strip’ of each cigar box. This marking is printed on white or 
light colored paper pasted on the inside of the rear panel, or ‘““back 
strip.’ It is in red ink; the type being large so as to readily 
attract the eye. This marking has been considered and is used 
by the complainants as one of the principal features of identi- 
fication of their goods, and to distinguish them from the goods 
of other manufacturers. 

The complainants’ firm was the first in the cigar business 
to use the name “Garcia” coupled with the word “Bros.” Cus- 
tomers desiring cigars of complainants’ make call for them under 
the name “Garcia & Bros. cigars,’ “F. Garcia & Bros. cigars,” 
“Garcia Brothers’ cigars,’ and sometimes ‘Garcia.’ These 
names, when used in connection with cigars, have become synony- 
mous with the products of complainants’ manufacture and none 
others, and they are known and understood in the trade by dealers 
and customers to refer to cigars manufactured by the complain- 
ants. Dealers furnish such cigars and none others in response 
to demands under such name, and customers use such names to 
indicate that cigars desired to be purchased are those of the com- 
plainants’ manufacture. 

In or about the year 1905, the defendant, Frank Garcia, 
began business in the city of Milwaukee with no other person 
associated with him. Previous to this time he had been a cigar 
maker in Chicago, New York, Tampa, Jacksonville, London, 
Canada, and Milwaukee. He had known of the firm of F. Garcia 


& Bros., the complainants, ever since he came to this country 
in 1893, and in fact had been employed as a cigar maker by them 
in their factory at Tampa. At some date not precisely fixed, but 
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probably in about 1897, the defendant's three brothers, Arthur, 
Manuel and Raymond Garcia, began the manufacture of cigars 
in Milwaukee under the name of “A. Garcia Brothers.” Such 
business was continued until about the year 1905, when the ce- 
fendant bought out the brothers, and thereafter, down to the 
commencement of the suit, conducted the business alone; but, 
immediately upon buying out the brothers, the defendant changed 
the trade-name and style of the business to “F. Garcia & Bros.” 
\lthough no ‘one has ever been associated with the defendant, he 
has used the name “Garcia Bros.” “F. Garcia & Bros.,” as he 
states, “to make an impression for the business.” 

It appears that the defendant has put upon the market a 
brand of cigars under the name of “Garcia Bros.”; that he has 
used as a trade and business name, affixing the same to boxes 
containing his cigars, such names as “Gatcia Bros.,” “F. Garcia 
& Bros.,”’ and “F. Garcia Bros. Co.,” which various uses of 
names are not explained, except as last above stated. It ap- 
pears that the defendant's factory license stands in and was 
taken out under his individual name, Frank Garcia. It also 
appears that he has placed upon the rear panel or “back strip” 
on the inside of cigar boxes the name “F. Garcia & Bros.” in a 
type of substantially the same size, color, and appearance as that 
used by the complainants in boxes containing cigars of their 
manufacture. 

The defendant's business aggregates 150,000 cigars annually, 
which are sold principally in Milwaukee and in some other 
cities in this district. 

The complainants have filed their bill, praying for an in- 
junction restraining the defendant from using the name “F. 
Garcia & Bros.,” 


ce 


Garcia Bros.,” and any like combination of 
the name “Garcia” with “Bros.,” either as a trade or business 
name or as designating cigars not of complainants’ manufac- 
ture. 

The facts above recited appear from the pleadings, testi- 
mony, and exhibits on final hearing. 


Steuart & Steuart and Bloodgood, Kemper & Bloodgood, 
for complainants. 
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H. 1.. Eaton, tor defendant. 


GEIGER, District Judge (after stating the facts as above). 
The ccmplainants do not seek to restrain the defendant from 
using his own name in the conduct of his business. But the claim 
is made that the name of “F. Garcia & Bros.,” as well as “Garcia 
Bros.” or “KF. Garcia Brothers,” being not only complainants’ 
trade and business name, and truly descriptive of their c¢ 
partnership relation, but having also a secondary signification in 
being descriptive of the kind and quality of goods manufactured 
by them, the defendant can not adopt such name or names as a 
garb of his own business or product, and then compete with 
complainants. 

The legal principles governing the s‘tuation presented have 
been app ied so frequently in leading cases within this circuit that 
extended discussion is unnecessary. Such are the cases of Pills 
bury v. Flour Mills Co., 64 Fed., 841, 12 C. C. A., 432; Vevyei 
v. Medicine Co., 58 Fed., 884, 7 C. C. A. 558; Stuart v. F. G. 


Stewart Co., gt Fed., 243, 33 C. C. A., 480; Kathreiner’s Mals- 


kaffee Fabriken mit Beschraenkter Haftung v. Pastor Kneipp 
Ved. ¢ 0., S2 Fed., 321, 27 ee j; mj 351; Peck Bros. & Co. LE 


Peck Bros. Co., 113 Fed, 2p, $4 ©. ©.As a6, 08 1 BA ae 


Chickering v. Chickering ¢> Sens, 120 Fed., 69, 50 C. C. A. 


Charles E. Hires Co. v. Consumer's Co., 100 Fed., Soo. 


A 94. 


/ 


In Meyer v. Medicine Co., the doctrine is thus stated: 


“While the right can be denied to no one to employ his name in con 
nection with his business, or in connection with articles of his own pro 
duction, so as to show the business or product to be his, yet he should 
not be allowed to designate his article by his own name in such a way as 
to cause it to be mistaken for the manufacture or goods of another already 
on the market under the same or a similar name. Whether it be his name 
or some other possession, every one, by the familiar maxim, must so use 
his own as not to injure the possession or rights of another.” 


\nd in Singer Mfg. Co. v. June Mfg. Co., 163 U. S.. 16g, 16 


Sup. Ct., 1002, 41 L. Ed., 118 which is cited in Stuart v. Stew- 


art, supra, it is more fully stated as follows: 


“This is fully recognized by the well-settled doctrine which holds 
that ‘every one has the absolute right to use his own name honestly in his 
own business, even though he may thereby incidentally interfere with and 
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injure the business of another having the same name. In such case the 
inconvenience or loss to which those having a common right are subjected 
is damnum absque injuria, But although he may thus use his name, he 
can not resort to any artifice or do any act calculated to mislead the pub- 
lic as to the identity of the business firm or establishment, or of the ar- 
ticle produced by them, and thus produce injury to the other beyond that 
which results from the similarity of names.’ (Citing cases.) Where the 
name is one which has previously thereto come to indicate the source of 
manufacture of particular devices, the use of such name by another, un- 
accompanied with any precaution or indication, in itself amounts to an arti- 
fice calculated to produce the deception alluded to in the foregoing adjudi- 
cations. Indeed, the enforcement of the right of the public to use a 
generic name, dedicated as the results of a monopoly, has always, where 
the facts required it, gone hand in hand with the necessary regulation to 
make it accord with the private property of. others, and the requirements 
of public policy. The courts have always, in every such case, without ex- 
ception, treated the one as the correlative or resultant of the other.” 
The defendant being a sole trader, there can be no pretense 
that any of the names which contain the combination of “Gar- 
cia,” or “F. Garcia,” with the word “Bros.” or “Brothers,” is 
truly descriptive of his business, or that it is his true name. The 
evidence shows beyond controversy the facts claimed by the 
complainants, that the names “F. Garcia & Bros.,’ “Garcia 
3rothers,”’ “F. Garcia Brothers,” and the like, had become known 
throughout the United States as the complainants’ trade and 
business name, and as applied certainly to them and cigars of 
their manufacture; that, of these names, “F. Garcia & Bros.” 
had been used and applied by the complainants as a brand name; 
and that it was so known in the trade as designating such par- 
ticular brand of cigars of the complainants’ manufacture. It 
is also very clear that the predecessors of the defendant and the 
defendant adopted and used one or more of these names after 
the complainants had adopted the one name as their firm and 
business name, and after all of such names had become known as 
designating, either generally the cigars of complainants’ manufac- 
ture, or particularly a brand of cigars of their manufacture 
which was made and marketed under such particular name. 
Under the principles of the cases above cited, there can be 
no doubt as to the necessary conclusion to be reached. The 
adoption by the defendant of the identical names which the com- 
plainants had adopted as their true trade-name, and which had 


come to designate their product, would alone entitle the com- 
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plainants to relief. Such name or names had become the means 
of describing the goods manufactured by the complainants, both 
by those who dealt in them and those who consumed them; and, 
to use the language of Chickering v. Chickering & Sons, supra, 
“that name was to the public an assurance of excellence * * * 
in manufacture.” The testimony here shows something more: 
From the fact that the defendant knew of complainants’ name 
and its secondary use, his adoption of that name, or of the name 
“Garcia” coupled with “Bros.” in respect to his own trade situa- 
tion, in effect asserted a falsehood. His affixing complainants’ 
name in almost the identical style and color of type on the “back 
strip’ or panel of the cigar boxes, and his evasiveness or failure 


to explain his course in so using or adopting such names, all point 


clearly to a deliberate purpose or design to appropriate to himself 
what is undoubtedly a valuable possession and trade right of the 
complainants. It is impossible to reconcile the course pursued 
by the defendant with innocence of purpose, even if, under the 
law, it were possible for him to defend on that ground. 

The contention of the defendant that the name “Garcia 
Brothers’ was used by his predecessors can not avail in de- 
fending this suit. There is no showing of a superior right in his 
predecessors as against the complainants; in fact, the evidence 
quite clearly shows that the defendant’s predecessors were in no 
better position than is the defendant. If they used such name 
at all, they began its use long after the complainants had manu- 
factured cigars which had become known under the name of 
“Garcia Bros.” as complainants’ cigars. So, too, the defendant’s 
claim that his annual product is so small as not to make him a 
competitor of the complainants can not be urged as supporting a 
right to use complainants’ valuable trade-names as a means, 
possibly, to extend his business. If complainants have’ the 
right to stop the use of such names, they can exercise it re- 
gardless of the extent of defendant’s business. 

The complainants are entitled to a decree in accordance with 
the praver of their bill. 
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AMERICAN CHICLE Co. v. W. J. Wuire CuHIc.Le Co., e¢ al. 


(196 Fed. Rep., 977.) 
IVestern: District of New York, June 7, 1912. 


Unratk CoMPETITION—TRADE NAME—CONTRACT. 

The sale of a business and goodwill, with the trade-marks, labels, 
etc., but not specifically conveying a personal name used in connec- 
tion therewith, does not seem to estop the sellers from resuming the 
use of the name after the expiration of the period during which they 
agreed not to engage in a similar business, provided the name be not 
unfairly used. 

UNFAIR COMPETITION—IMITATION OF PACKAGE. 
The imitation of complainant’s wrappers and advertising cards, 
held to entitle complainant to an injunction. 
In Equity. On motion for a preliminary injunction. 
In Equity. Suit by the American Chicle Company against 
the W. J. White Chicle Company and William J. White. On mo- 
tion for preliminary injunction. Granted in part. 


Lous Hicks, for complainant. 
Guggenheimer, Untermeyer & Marshall, (Abraham Bene- 
dict, of counsel), for defendants. 


Haze, District Judge—The bill alleges unfair competition 
in trade, and the conveyance by W. J. White & Son, a part- 
nership, of the business and good will in the business of the 
manufacture and sale of White’s chewing gum to the complain- 
ant corporation. A motion is made to restrain the defendants 
pendente lite from using the name “White” or “White's” upon 
packages, wrappers, boxes, or advertisements of chewing gum 
manufactured by the defendant company, from using the name 
“White” as part of defendants’ corporate name, and from 
simulating complainant’s wrappers, labels, signs and advertise- 
ments. The facts, in so far as material, are as follows: 

W. J. White & Son, who for many years prior to June, 1899, 
were engaged in the business of manufacturing and _ selling 
chewing gum of different kinds and flavors, sold their trade- 
mark and good will in the business to the complainant, at the 
same time agreeing in writing not to engage in the chewing gum 
business for a period of 10 years. The defendant William J. 
White became the president of the complainant corporation and 


' 
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was such continuously down to 1907. Subsequently, in 1911, about 
two years after the expiration of the period in which he had 
agreed not to engage in a similar business, he organized the 
W. J. White ‘Chicle Company, is now its president and general 
manager, and conducts the business of manufacturing and selling 
chewing gum at Niagara Falls, N. Y. It is claimed by com- 
plainant that competition arose by reason of the organization 
of the W. J. White Chicle Company and its use of the name 
“White” or “White's” in connection with the sale of its product, 
which the latter advertises and labels in such a way as to destroy 
the good will of the business which the complainant corpora- 
tion acquired from W. J. White & Son by means of the convey- 


ance heretofore mentioned. Complainant further claims that 


its chewing gum has become popularly known by the name of 
“White's Chewing Gum,” or “White's Yucatan Chewing Gum,” 
and that therefore defendant corporation, which subsequently 
adopted the name of “\White” in connection with its product, did 
so to palm off its gum for that of complainant’s; and that, in 
addition to such wrongful acts, the defendant corporation im- 
itates complainat’s labels, signs, cards and general advertising. 

| have carefully considered the various questions presented 
and argued at the bar, and am of opinion that the question as 
to whether the personal name “White” or “W. J. White” was in 
cluded as a part of the good will of the transferred business 1s 
not entirely free from doubt. The agreement in terms includes 
“all trade-marks, rights, grants, labels, cuts, signs, inventions and 
patents 


* 


and all the visible tangible personal property, 
including the good will of the said business.” But there is no 
mention of the surname “White” or “White's” in either the 
agreement of conveyance or in the agreement by W. J]. White 
& Son not to engage in competing business for a period of 10 
years. 

At the time of the conveyance, complainant's predecessors 
manufactured three brands of chewing gum, “Yucatan,” “Red 
Robin.” and “Piggy Pepsin,” and though the name ‘White’ or 
“White's” was printed upon the wrappers and packages infold- 
ing the chewing gum, and upon labels and advertisements, 1t was 


only printed in connection with the words “Yucatan,” “Red 
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Robin,” etc., in much smaller type, and was less prominently 
displayed than were those words. In consequence of such method 
of printing and advertising, the gum seems to have become known 
to the public by the name of the particular brand, and not by 
the designation of “White’s Chewing Gum.” I am confirmed in 
this opinion by the testimony of the afhant Strong and other 
dealers who show that the surname “White” in connection with 
“Yucatan” gum is used by purchasers in comparatively few in- 
stances; buvers usually asking for “Yucatan,” by which designa- 
tion alone it attained popularity and is generally known in the 
trade. Complainant's afhdavits show that, upon requesting a 
package of “White’s Chewing Gum” from a dealer, the buyer 
receives either “White's Yucatan,” “White’s Whitemint,” or 
White's gum of other flavors. [But this confusion arises, I think, 
from the dealers’ acquaintance with the printed matter upon the 
packages, boxes, and wrappers, and not from that of the ordi- 
nary buyer. Moreover, it is conceded that, if it had been the 
intention to convey the exclusive right to the use of the name 
“White” or “White's” in connection with the sale of the chewing 
gum business, such an intention would have been clearly ex- 


‘his argument is, | think, entitled to careful considera- 


pressed. ‘T 
tion. The question of what was meant by the term “rights” as 
specihed in the agreement, and whether it was intended that the 
transferrers should never in the future use such name in connec- 
tion with the chewing gum business should be held in abeyance 
until there can be an examination and cross-examination of the 
witnesses with reference to such asserted exclusive right. The 
different products of the defendant company are put upon the 
market by the names “White's Whitemint,” “White’s Meadow- 
mint,’ etc., and hence the importance of ascertaining the rights 
under the agreement will readily be appreciated. 

As already stated, it is not sufficiently shown by the com- 
plainant that the “Yucatan” brand of chewing gum was known 
to the public by the name of ‘“White’s Chewing Gum,” as dis- 
tinguished from the designation ‘Yucatan,’ and I am therefore 


disinclined to enjoin the defendant corporation from using the 
personal name of “White” or “White’s” in connection with its 
brands of chewing gums. 
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There must, however, be a modification of the advertise- 
ments and cards of the defendant and also of the wrappers in 
which its “Whitemint” gum is infolded. The objectionable 
wrapper and band are of pink of only a slightly different shade 
from that used by the complainant on its “Yucatan” chewing gum, 
and as there is a strong resemblance between the two even though 
the complainant uses a yellow band around the pink package, 
the use by the defendant company of the pink wrapper and band 
must be enjoined. The square labels and advertising cards by 
which the defendant advertises its products are also thought 
imitations of complainant’s cards. Both companies use square 
cards having in the center a circular disk of a bright contrasting 
color, and these cards are suspended by a cord at one corner 
which gives them, when hanging, a diamond shaped appearance. 
Upon the disks of complainant’s cards are printed the words 
“Chew White’s Yucatan Gum,” while upon the defendants’ disks 
are the words “Use White’s Meadowmint to Chew,” the words 
“Yucatan” and “Meadowmint” being in larger type than are the 
other words, while around about the disk on the margins of the 
cards of both are printed various catch phrases. The cards are 
of many colors, those of complainant being of red, white and blue, 
while those of defendant company are of red, yellow and green, 
and are manifestly a simulation of complainant’s. 

Because of the reasons heretofore outlined, I must on this 
record deny a preliminary injunction restraining the defendant 
company from using the word “White” or “White's” in connec- 
tion with the manufacture and sale of its different brands of 
chewing gum. But | think it should not be permitted to use the 
pink wrapper and pink band or label binding together the pieces 
of gum, and should not be permitted to use the square advertis- 
ing cards which apparently simulate complainant’s, for such are 
calculated to induce buyers of chewing gum to believe that the 
product of the defendant company is the product of the com- 
plainant. 

In the affidavit of White, the president of the W. J. White 
Chicle Company, there is stated a willingness to couple, with 
the name of “White” or “White’s” on the labels, wrappers, and 
advertising matter, a statement indicating that the company has 
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no connection with the business of the complainant, the former 
business of W. J. White & Son, and if complainant desires to 
incorporate this provision or its equivalent in the restraining order 
it may do so. The form of the order as to details regarding 
similarities between packages, advertising cards, and labels upon 
the boxes and around the packages will be settled on notice. 


SAMSON CorDAGE WorkKs v. PurRITAN CorDAGE MILLS. 
(197 Fed. Rep., 205.) 
Western District of Kentucky, July 3, 1912. 


1. UNFAIR COMPETITION—CoLors IN TEXTILE Propuct. 

The use of strands of different colors in a braided cord, forming 
checks or spots upon the surface, can not be exclusively appropriated 
by any manufacturer. The use of colored strands in the same way 
by another does not constitute unfair competition. 

2. INJUNCTION—DISCRETION. 

The grant of a temporary injunction in unfair competition be 
ing in some degree a matter of discretion, it should be refused where 
there is another suit pending on appeal on the same facts for trade 
mark infringement, in which the court of first instance dismissed the 


bill. 
In Equity. On motion for temporary injunction. 


Coale & Hayes, and McDermott & Ray, for complainant. 
Helm & Helm, for defendant. 


Evans, District Judge—The complainant a year or more 
ago brought an action in this court in which it asserted its owner 
ship of a trade-mark used in connection with certain sorts of 
cordage manufactured by it and in which one of the threads or 
strands used was of a different color from the others, and 
which thereby made, when the threads were intertwined in the 
process of fabrication, figures which, for want of a better short 
name, we called “checks,” and which showed themselves spirally 
around the cord, not indeed as a mark indicating origin, but as a 
necessary and inevitable result of making cord out of different 
colored strands. A motion for a temporary injunction in that 
case was denied upon reasons briefly stated in an opinion re 
ported in (C. C.) 193 Fed., 274 [ Reporter, Vol. II, p. 161]. On 


final hearing the action was dismissed upon grounds set forth in 
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another short opinion reported in (D. C.) 194 Fed., 573 [Re- 
porter, Vol. II, p. 192]. From the decree dismissing that case an 
appeal has been prosecuted to the Circuit Court of Appeals, and 
is now pending and undetermined. 

In both of the opinions referred to it seemed well, owing to 
some things which had been said at the hearing, to state that we 
expressed no opinion as to whether the matters complained of 
would constitute unfair trade. We endeavored to emphasize the 
absence of any opinion upon a question not then involved for 
the reason that that suit was expressly and exclusively based 
upon the alleged infringement of a trade-mark. 

The complainant now sues to restrain the defendant from 
alleged unfair competition, and the question which we did not 
consider in the former case is directly involved in this one. Prac- 
tically the same arguments have been made in this case as were 
made in the other. Indeed, the principal claim to the relief now 
sought is based largely upon the same grounds as those presented 
in the former suit. Nevertheless, we have given the subject 
in its new phase a very careful reconsideration, and the result, 
especially as it concerns the motion for a temporary injunction, is 
the conclusion that the motion must be denied. In (D. C.), 194 
Fed., 573 574, [Reporter, Vol. IT, pp. 193, 194], we said: 


“In manufacturing cordage the complainant combines as many threads 
or strands as may be desired. One of these is of a color different from all 
the others which are of a uniform color. The process of fabrication by 
twisting and intertwining these strands into cord and the regular appear- 
ance of spots on its surface as the result of the process were described 
in the former opinion. It will suffice now to say that in this way strik- 
ing and probably decorative spots are made to appear on the surface of 
the cord—a red spot, if a red strand is used, and so on throught the list of 
colors. The complainant insists that it may in this way appropriate all 
the colors for trade-mark pufposes. As has been done time out of mind 
in making cordage by others, one thread of a different color from the 
others is used by the complainant. In the process of fabrication the 
colored thread, as the strands ate twisted, makes spots of its own color 
on the surface of the cord. All this is part of the cord itself and can 
not he regarded as a ‘mark,’ arbitrary in character, within the meaning 
of trade-mark law. It is an inherent and necessary result of the fabrica- 
tion of a rope out of strands of different colors, and hence can not be 
a trade-mark. Many cloth fabrics have more or less distinctively colored 
figures woven into them. There are not regarded as trade-marks but as 
decorative devices open to all and free from monopoly. 

“The line may be a narrow one, but we take it the distinction is this: 
When an arbitrary mark, not naturally part of the fabric, is in any wise 
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impresssed upon it, it may be a trade-mark, if so intended and used, but 
no spot made on or color imparted to a fabric as the inevitable or natural 
result of using the material of which the fabric is made can be the basis 
of a trade-mark, for the reason that the making of the spots thereon or 
the impartation of the color thereto by the use of appropriate raw material 
is open to the public generally, and may not be exclusively appropriated 
by anybody. Any other doctrine would be intolerable. 


“The complainant seeks support in the fact that it uses the trade- 
mark on sash cord; but we think such a limitation, if insisted upon, is im- 
material. It may be, too, that, if a trade-mark is not applicable to the 
genus, it can not be so as to any species of cordage. However, it is not 
necessary to rule upon this proposition.’ 


If these views, so far as they concern the rights, respectively, 
of the public and of the manufacturer to use different colored 
strands in making cord, be sound, they, to that extent, apply as 
well to the claim of unfair trade as to that of a trade-mark. If 
the complainant might make its cordage out of different colored 
strands, so might the defendant, because what is done by the 
defendant in this respect is a thing open to the public generally ; 
no one having a right to the exclusive use of any color. 


The fallacy of the contention that the “checks” on the cord 
(or its “dress” as the complainant prefers to call it), made as 
we have indicated, constitute a “mark” indicating origin, or a 
distinctive appearance which can be appropriated by any one 
maker, is that the “check” is not a “mark” at all within the proper 
meaning of that word in this connection. Certainly it is not one 
which is arbitrary in character or which indicates origin, inas- 
much as such spots or “dress” would naturally appear when any 
person used different colored strands in making rope, and there- 
fore would not, per se, indicate that the cord originated with any 
particular person. Complainant’s so-called “mark” or dressing 
is an inherent part of the fabric itself and inseparable from it. 
The checks spirally encircling the cord are not fixed upon the 
fabric as a “mark” or a dressing. They constitute, as spirally ar- 
ranged, a characteristic variegation, necessarily and inevitably 
given by the use of the materials of which the cord is composed. 
If, as we hold, everybody may use different colored threads as 
material in making cord, it must logically follow that nobody can 
exclusively appropriate the result, namely, the spots or dressing 
of different colors which the strands inevitably make in the fabric. 
To say that you may use different colored strands, but that it is 
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wrongful to thereby make spots, would be quite absurd. To 
somewhat illustrate the question, suppose, for example, that for 
20 years one manufacturer had made and sold all the black ho- 
siery in the market, and then that somebody else chose to make 
and sell black hosiery also. It would be an astonishing legal 
proposition to hold that the former could exclude the latter 
from the use of black thread in making hosiery either upon the 
ground of a trade-mark or upon that of unfair competition in 
trade, because black, as a color, can not be exclusively appro- 
priated by anybody in manufacturing any kind of fabric, and if 
the color can not be exclusively appropriated neither, as we have 
seen, can the “spot” it makes. Such a case is, in principle, pre- 
cisely analogous to this, unless we may say that the mere use 
of black threads in making hosiery, per se, indicates origin or 
that black, which pervades the entire article, is a “mark” upon 
it. The mere presence of any color in a fabric, particularly of 
standard fabrics like rope, socks, or cloth, of itself gives no hint 
of origin or of the manufacturer. 

We have thus far considered the case upon the contention of 
the complainant that its long use of different colored strands 
whereby the checks made on the surface of its cord were spirally 
extended around it gave to complainant an exclusive right to do 
that thing, and have seen that the contention is not sustainable 
because the defendant, in doing the same thing, exercised a right 
which was open to all, no one being permitted to appropriate 
the exclusive use of any color. If this conclusion be sound, it is 
decisive of the motion because it can not be unfair to the com- 
plainant for the defendant to do what it has both the legal and 
the moral right to do. Nevertheless it may be well to consider 
whether the defendant, by what it did in manufacturing cord out 
of different colored strands and putting it on the market or other- 
wise, intended to represent to the public that its goods were those 


of the complainant, or whether we can clearly infer from the tes- 


timony that the defendant has been guilty of such deceitful rep- 


resentations or such perfidious dealing in respect to cordage as 
entitles complainant to the relief it seeks, remembering while 
doing so the established rule that nothing less than conduct tend- 
ing to pass off one man’s merchandise as that of another will 
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constitute unfair competition. Edward Hilker Mop Co. v. United 
States Mop Co., 191 Fed. 618, 112 C. C. A., 176, and cases there 
cited. 

Speaking generally, those just indicated are the grounds for 
relief in such cases, and they must be established by proof. Each 
of the parties makes a cord which has spots upon it as the result 
of the use of different colored strands, and the testimony shows 
that each of them puts up its cord, and especially its sash cord, 
about which this litigation centers, in hanks or coils containing 
usually about 100 feet. Completely around the center of each 
of its hanks or coils the complainant wraps a label about four 
inches wide, the ends of which are sealed together so as to fasten 
them securely. This label is made of white paper. The printed 
matter on it is in red or black letters and its borders are red. 

In the plainest way this label speaks for itself, and shows 
exactly the contents of the hank it encircles. 

Completely around the center of each of its hanks the de- 
fendant wraps one or the other of the two different labels (each 
a little over four inches in width) which it uses thereon accord- 
ing to its classification of its cord. The ends of these labels are 
also sealed together so as to fasten them securely around the 
hanks. One of these labels has a very conspicuously dark blue 
background for the white or red lettering and trade-mark on 
its. face. 

The other of them has an equally conspicuous and striking 
background of a bright but lighter blue color for a different let- 
tering and a different trade-mark. 

We understand this latter label is not used except for the 
cord made for one large wholesale customer. 

Each of the labels speaks in the plainest terms and tells 
exactly what it encircles. Wuth these precautions taken by the 
defendant to distinguish its cord from that of the complainant, 
we have not been able to see how any reasonably prudent per- 
son could be deceived as to what he was buying, unless he was 
grossly careless. Nor can we perceive the equity of compelling 
the defendant to desist from exercising its right of using strands 


of different colors in making cordage, because careless persons 
will not read the plainest possible statement staring them in the 
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face, showing them as clearly as human language can that the 
cordage he is buying is not Samson's “spot” cord or Samson's 
cord of any kind. but it is suggested that the labels may be 
easily torn off and removed. This is no more true of those of 
the defendant than it is of those put on by the complainant, for 
each is made of strong paper and put on the hanks in the same 
way. There is, however, nothing to show that it is the intention 
of the defendant that they shall be removed until that is done 
by the ultimate purchaser, nor are we at liberty to found a de- 
cree upon the imagination that it is defendant’s desire or pur- 


pose that that shall be done. As there is no sufficient testimony 


to the contrary, we must assume that the defendant’s purpose 
is a fair one, and this is emphasized by the fact that, having 
the right to use every color and to make its cord just as it is 
made, the defendant is under no obligation to the complainant to 
put on labels of any sort. Its doing so at all indicates a spirit 
of fairness rather than unfairness. 

It was indeed shown at the hearing that certain dealers had 
deceived some of their customers who, probably, were the ulti- 
mate purchasers, by palming off upon them as complainant’s 
cord some cord made by the defendant; but that, we think, musi 
be a matter between the dealer and his customer in an action 
for deceit. The possibility that falsehoods may, in special in- 
stances, be told by dealers, does not diminish the force of what 
we have said. 

Without pursuing the matter further, we conclude that there 
are two grounds upon either of which we should overrule the 
pending motion. The first and principal one is that the complain- 
ant, for the reasons we have stated, does not seem to be entitled 
to it on the merits. The second one is that, if we have any 
discretion in the matter of granting temporary injunctions, it 
should, in this case, be exercised against the notion, because the 
complainant has in the former case elected to sue to establish the 
validity of its trade-mark and from the decree in that case has 
taken an appeal to the Circuit Court of Appeals, which is still 
pending. Should the judgment in that case be reversed, com- 
plainant’s trade-mark would be established, and this suit seek- 
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ing relief upon the ground of unfair trade would be wholly un- 
necessary. 

We think, for the purposes of this motion, that the com- 
plainant should have stood by its election originally made until 
the first suit was finally disposed of. 


COURT OF APPEALS OF THE DISTRICT OF COLUMBIA 


C. A. GAMBRILL MANUFACTURING COMPANY v. WAGGONER 
GatEs Minuinc CoMPANyY. 


(181 O. G., 821.) 
April 1, 1912. 


OppositioN—“TEN-YEAR CLAUSE—-EVIDENCE. 

The evidence introduced in an opposition to the registration under 
the ten-year clause of the Trade-Mark Act of the word “Howard” for 
flour /jield sufficient to establish that the applicant had not had ex- 
clusive use of such mark during the ten-year period. 

Mr. Arthur Stewart and Mr. J. E. Cross, for the appellant. 
Mr. J. S. Lemmon and Mr. C. B. Clotworthy (Mr. J. W. 


Bryan of counsel), for appellee. 


Ross, ].—By this appeal the C. A. Gambrill Manufacturing 
Company seeks a reversal of the decision of the Commissioner 
of Patents dismissing its opposition to the registration, under the 
ten-year clause of the act of February 20, 1905, of the word 
“Howard” as a trade-mark for flour. 

Three witnesses were called by the opposer, appellant here. 
The first witness, a Mr. Hayward, secretary and treasurer of the 
opposing company, had been connected with that company since 
i881. He was asked whether it had used the word “Howard” 
as a trade-mark for flour and replied that it had, to his knowledge, 
since 1881. He was then asked how he obtained this knowledge, 
and replied: 


By general knowledge of the conduct of the business based on ob- 
servation of daily sales; also personal observation of the said “How 
ard” brand as applied to packages of flour such as barrels, ninety-eight, 
forty-nine, twenty-four and twelve-pound sacks. In the case of the bar 
rels, the brand is applied by branding with a stencil on the head of the 
barrel. In the case of sacks, the brand is applied by the bag-makers whose 
custom it is to print brands on sacks as ordered. 


‘ 
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Witness further testifies that flour bearing this brand has 
been sold in Maryland, Virginia, North Carolina, South Carolina, 
Porto Rico and the West India Islands. He identified stencils 
by which the brand was applied and which were introduced in 
evidence. One of these stencils had been used, he said, since 
prior to 1881, as the name had been changed from C. A. Gambrill 
& Co., the old partnership, to the name of the new corporation, 
which was organized in 1881. 

A Mr. Lucy, a man sixty-eight years of age, testified that he 
was first employed by the old firm in 1866, and had since been 
continuously in the employ cf that iirm and its successor, the 
opposer. For many years he had been a salesman, looking after 
city trade and some out-of-town trade through Virginia and 
Maryland. This witness also testified to the continuous use of 
the word “Howard” as a trade-mark during his entire term of 
service. He identified stencils and said he had frequently seen 
the mark upon flour, both before it had been shipped and sub- 
sequently in the stores of customers. Ile was finally asked what 
use had been made by the original company and its successor, 
the opposer, of the “Howard” brand and replied: 

The “Howard” brand has been used continuously by C. A. Gambrill 
& Co. and C. A. Gambrill Mfg. Co. from vear to year upon flour of its 
manufacture since 1866, when I first went into the employ of that com 
pany, and to the best of my knowledge and belief, it was used prior to 
the time of my entering the employ of the firm since 1857 

A Mr. Edwards, sixty-one years of age and who had been 
employed by the original partnership firm and its successor since 
1867, testified that 
the “Howard” brand was in use when I became connected with the 
concern and has been in use ever since. The said brand is put on flour 
as sales for “Howard” may occur. This brand has been used continu 
ously by C. A. Gambrill & Co. and C. A. Gambrill Mfg. Co. every vear 
since 1867 to a substantial extent upon flour manufactured by the firm 
ind the corporation. The brand was applied on the head of barrels and 
half barrels by stenci sacks, it was printed. 

The applicant was not represented at the taking of this testi 
mony, consequently no objections were interposed to the form of 
the questions asked. There has been no attempt made to meet 
this testimony and, therefore, it stands uncontradicted. 


To prevail, the applicant must show exclusive use during 
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ing relief upon the ground of unfair trade would be wholly un- 
necessary. 

We think, for the purposes of this motion, that the com- 
plainant should have stood by its election originally made until 
the first suit was finally disposed of. 


COURT OF APPEALS OF THE DISTRICT OF COLUMBIA 


C. A. GAMBRILL MANUFACTURING COMPANY v. WAGGONER 
GatEs Mittuinc CoMPANY. 


(181 O. G., 821.) 
April 1, 1912. 


OppositioN—“TEN-YEAR CLAUSE—-EVIDENCE. 

The evidence introduced in an opposition to the registration under 
the ten-year clause of the Trade-Mark Act of the word “Howard” for 
flour jield sufficient to establish that the applicant had not had ex- 
clusive use of such mark during the ten-year period. 

Mr. Arthur Stewart and Mr, J. E. Cross, for the appellant. 
Mr. J. S. Lemmon and Mr. C. B. Clotworthy (Mr. J. W. 
Bryan of counsel), for appellee. 


Ross, J.—By this appeal the C. A. Gambrill Manufacturing 
Company seeks a reversal of the decision of the Commissioner 
of Patents dismissing its opposition to the registration, under the 
ten-year clause of the act of February 20, 1905, of the word 
“Howard” as a trade-mark for flour. 

Three witnesses were called by the opposer, appellant here. 
The first witness, a Mr. Hayward, secretary and treasurer of the 
opposing company, had been connected with that company since 
i881. He was asked whether it had used the word “Howard” 
as a trade-mark for flour and replied that it had, to his knowledge, 
since 1881. He was then asked how he obtained this knowledge, 
and replied: 


By general knowledge of the conduct of the business based on ob- 
servation of daily sales; also personal observation of the said “How- 
ard” brand as applied to packages of flour such as barrels, ninety-eight, 
forty-nine, twenty-four and twelve-pound sacks. In the case of the bar- 
rels, the brand is applied by branding with a stencil on the head of the 
barrel. In the case of sacks, the brand is applied by the bag-makers whose 
custom it is to print brands on sacks as ordered. 
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Witness further testifies that flour bearing this brand has 
been sold in Maryland, Virginia, North Carolina, South Carolina, 
Porto Rico and the West India Islands. He identified stencils 
by which the brand was applied and which were introduced in 
evidence. One of these stencils had been used, he said, since 
prior to 1881, as the name had been changed from C. A. Gambrill 
& Co., the old partnership, to the name of the new corporation, 
which was organized in 1881. 

A Mr. Lucy, a man sixty-eight years of age, testified that he 
was first employed by the old firm in 1866, and had since been 
continuously in the employ cf that iirm and its successor, the 
opposer. For many years he had been a salesman, looking after 
city trade and some out-of-town trade through Virginia and 
Maryland. This witness also testified to the continuous use of 
the word “Howard” as a trade-mark during his entire term of 
service. He identified stencils and said he had frequently seen 
the mark upon flour, both before it had been shipped and sub 
sequently in the stores of customers. Ile was finally asked what 
use had been made by the original company and its successor, 


the opposer, of the “Iloward” brand and replied: 


The “Howard” brand has been used continuously by C. A. Gambrill 
& Co. and C. A. Gambrill Mfg. Co. from vear to vear upon flour of its 
manufacture since 1866, when I first went into the employ of that com 
pany, and to the best of my knowledge and belief, it was used prior to 
the time of my entering the employ of the firm since 1857 


A Mr. Edwards, sixty-one vears of age and who had been 
emploved by the original partnership firm and its successor since 
1867, testified that 
the “Howard” brand was in use when I became connected with the 
concern and has been in use ever since. The said brand is put on flour 
as sales for “Howard” may occur. This brand has been used continu 
ously by C. A. Gambrill & Co. and C. A. Gambrill Mfg. Co. every vear 
since 1867 to a substantial extent upon flour manufactured by the firm 
and the corporation. The brand was applied on the head of barrels and 
half barrels by stencil; on sacks, it was printed. 

The applicant was not represented at the taking of this testi 
mony, consequently no objections were interposed to the form of 
the questions asked. There has been no attempt inmade to meet 
this testimony and, therefore, it stands uncontradicted. 


To prevail, the applicant must show exclusive use during 





420 THE TRADE-MARK REPORTER 


the ten-year period. (/lorcester Brewing Corporation v. Reuter 
& Co., 30 App. D. C., 428; Mellhenny v. New Iberia Extract of 
Tabasco Pepper Co., 34 App. D. C., 430; Duluth-Superior Milling 
Co., v. Koper, 37 App. D. C., 115.) The applicant here 
contends, and the patent office tribunals have sustained the con- 
tention, that the above evidence is too indefinite to sustain a find- 
ing of use of the trade-mark by the opposer during the ten-year 
period. This contention we are unable to accept. The witnesses 
whose testimony we have reviewed were men of intelligence and 
presumably of character. They were testifying concerning a 
matter of which they must have had knowledge and we are not 
at liberty to disregard their testimony. by that testimony a 
prima facie showing of user during the ten-year period was made 
for the opposer. As this was not overcome by the applicant the 
opposition should have been sustained. 
The decision wil therefore be reversed. 


LEVERING CorrFEE Company v. MERCHANTS CorreE Company, 
(x80, G.,. 1675; 
May 20, 1912. 


1. TrApE-MARK—ABANDON MENT. 

The right in a trade-mark is a property right, and intent to 
abandon must clearly appear from the facts surrounding non-use; but 
intent may be inferred when facts are shown adequate to support such 
a finding. Acts which, unexplained, would warrant an inference of 
abandonment may be met by a showing of a contrary intent. 

2. ABANDON MENT—EVIDENCE. 

Where a firm which put out several brands of coffee, including 
“Hygeia,” gradually stopped using the latter and adopted soon after 
a similar mark, “Hioja,” and the factory-books showed not only no 
sales of “Hygeia,” but that the columns headed “Hygeia,” were de 
voted to other brands, /e/d that, in the absence of any testimony by 
the members of the firm who were familiar with the business, an intent 
to abandon the mark was established. 

3. ABANDON MENT—Priority oF NEW Users 

evidence held to show that the mark in issue was abandoned by 
the predecessor in business of the L. Co. and priority awarded to the 
M. Co., which began the use of the mark subsequent to this aban 
donment, but prior to the use of the lL. Co 


Mr.J. i. Cross and Mr. J. 1. Steuart, for the appellant. 
Vr. Robert Ilatson and Mr. John Watson, Jr., for the ap- 


pellee. 
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Rone, J.—This appeal is from a decision of the Commissioner 
of Patents (179 O. G., 1109) in an interference proceeding refus- 
ing registration to the appellant of the word “Hygeia” as a trade- 
mark for coffee, (registration already having been granted to 
appellee,) the ground of the decision being abandonment of the 
mark by the appellant prior to its adoption by the appellee. 

The record contains much irrelevant matter, as the issue 1s 
simple and sharply drawn. The appellee, Merchants Coffee Com- 
pany, of Baltimore, Md., first adopted the word “Hygeia” as a 
trade-mark for coffee in about 1898 and soon built up a prosperous 
business under that mark. In 1881 the Levering Coffee Co., a 
copartnership, also of Baltimore, Md., was the user of several 
marks. It shipped to dealers coffee containing the brand “Hy- 
geia.” The name of the concern, however, was purposely omit- 
ted from the packages that were to be sold to the retail trade, 
but it did appear upon the boxes in which these packages were 
packed. The reason for thus suppressing the name of the firm 
was that the firm did not wish the retail trade to know the real 
origin of this brand of coffee. The firm put out a standard brand, 
“E. L. C.." in connection with which its name did appear. The 
sale of the “Hygeia” brand, under the conditions mentioned, was 
continued until 1897. For two or three years prior to that time, 
however, the books of the company show that the sales of this 
brand were infrequent and inconsequential. From 1897 until 
1902, a period of five years, no sales of the “Hygeia” brand were 
made; in other words, during that period there was a complete 
non-user of the mark. In the factory-book of the company cover- 
ing that period the columns headed “Hygeia” were devoted to 
the sale of other brands. LDeginning in 1898 a new. brand, 
“Hioja.” was put out and the use of this brand thereafter con 
tinued. On November 30, 1900, Eugene Levering, |r., succeeded 
to the coffee-roasting business of the old firm and subsequently 
Mr. William |. Ewing was taken in as a partner, the business being 

‘onducted under the firm-name of the Levering Coffee Co. Mr. 
Levering, in his testimony, was indefinite as to when he became 
a member of the old firm, stating that it was between 1895 and 
i897. before the books of the old firm were produced he testi- 


hed to a continuous use by that firm of the mark “Hygeia” down 
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to the time when he succeeded to the business, and further testi- 
fied that there was never any intent, so far as he was concerned, 
to abandon the mark. The books of the old firm disproved his 
testimony. Had he desired his testimony in reference to the 
question of abandonment to be given any weight, he should have 
shown definitely whether he was a member of the firm prior to 
the time when it discontinued the use of the mark. This he has 
not done. The members of the old firm were relatives of his, 
several of them were alive, and, for aught that appears, subject 
to be called as witnesses by his firm, the appellant. They were 
not called. One member of that firm was called by the appellee 
to testify concerning the character of the use of the mark down 
to the time when it was discontinued, but he did not testify con- 
cerning the question of abandonment. Mr. Ewing was recalled 
by the appellant after his main testimony and undertook to ex- 
plain the failure of the old company to continue the use of the 
mark on the theory that a coffee war was then under way. We 
agree with the Commissioner that his testimony was an after- 
thought, improbable, and entitled to no weight. It is strange, 
indeed, that the alleged war should have affected this brand of 
coffee alone, and it is still more strange that the men who would 
have known all about it, the members of the old firm, were not 
called by the appellant. 

It is true that the right in a trade-mark is a property right 
and that intent to abandon must clearly appear from the facts 
and circumstances surrounding non-user. “As in other cases, 
intent may be inferred when the facts are shown, yet the facts 
must be adequate to support the finding.” (Baglin v. Cusenier 
Co., 221 U. S., 580, 598.) And acts which, unexplained, would 
warrant the inference of abandonment, may be met by a showing 
of a lack of intention to abandon. (Sasrlehner v. Eisner & Men- 
delson Co., 179 U. S., 19. See also Mathy v. Republic Metal- 
ware Co., 35 App. D. C., 151.) 

Having in mind the character of the use of the mark by the 
appellant’s predecessors which, for the purposes of this opinion, 
may be conceded to have been a trade-mark use, the gradual 
falling off of sales under that brand, the final complete cessation 
of those sales under the circumstances mentioned, the adoption 
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soon after of the similar mark “Hioja,” the period of time which 
elapsed before the old mark was again used, the fact that the 
new use was not begun until several years after a rival concern, 
in the same city, had established a good business under that mark, 
the failure to call available members of the old firm to explain 
away the inference naturally resulting from the acts and circum- 
stances detailed, all lead to the conclusion that when, in 1897, 
appellant’s predecessors discontinued the use of this mark they 
did so with the intent to abandon it. While there is no testimony 
showing knowledge on the part of the appellant of the early use 
by appellee of this mark it is inconceivable that two rival concerns, 
located in the same city and engaged in the same line of business 
should remain ignorant concerning a matter vital to both. It is 
not unlikely, in our view, that the revival of the use of this mark 
by appellant was the result of its successful use by appellee, rather 





than the result of the intent of the predecessors of appellant not 
to abandon it. 


The decision of the Commissioner is affirmed. 





IN RE INDEPENDENY BREWERIES COMPANY. 
1S2:-O. Gy. 251:) 
Way 30, 1912. 


1. CONFLICTING TRADE-MaArkKS—Goops oF SAME Descriptive Properties 
\ beverage composed of malt and containing less than one-half 
of one per cent of alcohol is of the same descriptive properties with 
beer 
2. CONFLICTING MArKS—“AMBER BEAD” AND “AMBER.” 
The mark “Amber Bead” is properly refused registration, in view 
of the prior registration of “Amber” as a trade-mark for goods of the 
same descriptive properties. 


Mr. J. A. Carr and Mr. A. M. Holcombe, for the appellant. 
Mr. W.S. Ruskman, for the Commissioner of Patents. 


Ross, J.—By this appeal the Independent Breweries Com- 
pany seeks a reversal of the decision of the Commissioner of 
Patents refusing registration of the words “Amber Bead” as a 
trade-mark for— 


a beverage composed in part from malt and containing less than one- 
half of one per cent alcohol 
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The ground of the Commissioner’s action was the prior regis- 
tration, by the George Weidman Brewing Company, of the word 
“Amber” as a trade-mark for beer. That the two marks are 
deceptively similar is plain. (/n re Herbst Brewing Co., 30 App. 
D. C., 297; Schoenhofer Brewing Co. v. Maltine Co., 30 App. 
Dy: &.. 340. ) 

But, it is insisted, the marks are not applied to goods of the 
same descriptive properties. This contention must fail. The 
general and essential characteristics of the goods to which the two 
marks are applied are the same, and this is sufficient. (Ilalter 
Baker & Co. v. Harrison, 32 App. D. C., 272; Phoenix Paint & 
l’arnish Co. v. Lewis, 32 App. D. C., 285.) In the first of those 
cases it was ruled that coffee and cocoa are goods of the same 
descriptive properties within the meaning of the trade-mark stat- 


ute, and in the second that paste paints and ready-mixed paints 


are of the same descriptive properties. In the present case the 
only real difference between the goods of the two parties is that 


there is less alcohol in one than in the other. 
For the reasons set forth in the two cases to which we have 


referred, the decision of the Commissioner is affirmed. 


COMMISSIONER OF PATENTS 
EX PARTE, REVERE Rupper Company. 
(182 O. G., 500.) 

July 31, 1912. 


TrapE-Marks—“Rep MAN” THE EQUIVALENT OF “INDIAN.” 

The words “Red Man” have come to be understood as the equiva 
lent of “Indian” and the registration of these words held properly re 
fused in view of certain prior registrations in each of which the 
ture of an Indian is a predominating feature 


Messrs. Fraser, Turk & Myers, for the applicant. 
Moore, Commissioner.—This is an appeal from the decision 
of the Examiner of Trade-Marks refusing to register the words 
“Red Man” as a trade-mark applied to- 
belting, hose and machinery packing composed of metal, rubber, rubl 


compositions or textile fabrics, or combinations thereof, pneumati 
and solid rubber tires. 
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Registration was refused in view of the following registered 
marks: Goodyear Rubber Company, September 6, 1898, No. 
31,929; Henion & Hubbell, December 24, 1901, No. 37,521; 
American Steam Packing Company, January 23, 1906, No. 49,- 
141; Bay State Belting Co., May 12, 1908, No. 69,021. 

Fach of the registered marks includes the representation of 
an Indian or an Indian’s head, and the mark of the Bay State 
Belting Co. likewise includes the word “Indian” in the expression 
“Indian Tanned.’ The Examiner has held that the words “Red 
Man” are the full equivalent of the picture of an Indian or the 
word “Indian,” and he has also called attention to the fact that 
the labels filed by applicant include the representation of an 
Indian’s head with full feather head-dress. 

Appellant contends that “Red Man” is not the equivalent of 
“Indian” or the representation of an Indian and that the Office 
is not justified in referring to features on the label not claimed 
as parts of the trade-mark in deciding the question of similarity. 

In my opinion the words “Red Man” have come to be under- 
stood in our language as the equivalent of “Indian,” and the 
significance of applicant’s mark is clearly the same as that of the 
registered marks, in each of which the picture of an Indian is the 
predominating feature. The propriety of considering features on 
the label not claimed as parts of the mark in deciding the ques- 
tion of similarity was considered in the recent case of ex parte, 
J. ©, Blair Company, in which a decision was rendered July 5, 
1912, 182 O. G., 247 | post, p. 438]. In that case the word “Tika” 
was held deceptively similar to “Swastika” in view of the fact 
that the label on which “Tika” was used also bore the representa- 
tion of a swastika. It was there said: 


There might be some doubt as to whether the contraction “Tika” 
would carry the same significance as the word “Swastika” in the absence 
of the evidence furnished by applicant’s specimens. The application states 
that the mark has been used since February, 1908, and the specimens in 
dicate, both by the illustration and the legend, that it has used it in such 
a way as to bear home to the mind of the purchaser in every instance that 
the word “Tika” is a contraction of the word “Swastika” and is intended 
to have the same significance. Under these circumstances it must be held 
that the two marks bear such a resemblance as would be likely to cause 
confusion as to the origin of the goods if both were used simultaneously 
upon similar goods. 
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The applicability of this ruling to the present case is obvious. 
In this instance if there were any doubt as to the significance of 
the words “Red Man,” it is clear that the representation of the 
Indian’s head immediately below the words on the label would 
bear home to the mind of the purchaser in every instance that the 
words were the equivalent of “Indian.” It must be held that the 
applicant’s mark was properly refused registration in view of the 
registered marks cited. 

The decision of the Examiner of Trade-Marks is affirmed. 





Cuitton Printine Co. v. THe Crass Journar, Co. 


(182 O. G., 500.) 


September 26, 1912. 


. Trape-Marks—“Avutomosite Trape Directory’—Not Descriprive. 

The words “The Automobile Trade Directory” as applied to ap- 
plicant’s publication must be /ield to constitute a valid trade-mark, 
these words not being so wholly description of applicant’s publication 
as to fall within the prohibition of the statute. 

SAME—SIMILARITY. 

The title “The Automobile Trade Directory” as applied to a pub- 
lication held not so similar to the title “The Cycle and Automobile 
Trade Journal” as applied to a publication of the same class as to 
be likely to cause confusion in the mind of the public. 
SAME—OPPOSITION 

Where an opposer used neither the mark sought to be registered 
by the applicant nor one so similar thereto as to be liable to cause 
confusion in the mind of the public, he has no standing in the opposi- 
tion proceedings (citing Underwood Typewriter Co. v. A. B. Dick Co., 
1030: G.,. 730; 36 Ape: DC. 175. 


Mr. H’. S. Jackson, for Chilton Printing Co. 
Mr. H. H. Byrne and Messrs. Knight Bros, for The Class 
Journal Co. 


C. C. Binuines, First Assistant Commissioner.—This is an 
appeal by The Class Journal Co. from a decision of the Examiner 
of Interferences sustaining an opposition filed by the Chilton 
Printing Co. and holding that The Class Journal Co. is not en- 
titled to register the mark shown in its application. 

The mark sought to be registered consists of the words “The 
Automobile Trade Directory” as a trade-mark for a publication. 
The opposition is based on the ground that the opposer publishes 
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a similar publication to that of the applicant; that confusion in 
the trade and injury to the opposer had_resulted from applicant’s 
use of its mark, and that such confusion and injury would be 
increased by the registration of said mark. The notice of opposi- 
tion also alleges that the mark sought to be registered is descrip- 
tive, and a ruling on that point is asked. 

The record shows that the opposer and its predecessors have 
published for some years a magazine under the title “Cycle and 
Automobile Trade Journal ;’ that the issue of March, 1gor, con- 
tained in addition to news matter, a list of manufacturers of 
bicycles and of automobiles and their parts and accessories, and 
that a similar list has been published in each January issue of the 
“Cycle and Automobile Trade Journal.” These special issues in 
addition to the regular title bore the designation “Buyers Guide 
Special.” 

Applicant's publication is issued quarterly and is alleged to 
be a classified list of all American manufacturers of automobiles 
and similar vehicles and of all makers of accessories thereto, 
machinery, and special equipment. It is not a news publication 
and is intended solely as a book of reference. 

The Examiner of Interferences held that the record showed 
that the opposer had never used the words “The Automobile Trade 
Directory” as a name for its publication or the special issues 
thereof prior to the filing of this opposition; that the titles “The 
Automobile Directory” and “The Cycle and Automobile Trade 
Journal” were not so alike as to be liable to cause confusion in 
the mind of the public, and that no evidence had been introduced 
which satisfactorily showed that such confusion had resulted. He 
held, however, that the opposer had a right to file the opposition, 
since the mark sought to be registered is descriptive of its publica- 
ion as well as of that of the applicant, and that, being descriptive, 
its registration is forbidden by section 5 of the Trade-Mark Act. 
He accordingly sustained the opposition. 

In my opinon the words “The Automobile Trade Directory” 
as applied to applicant’s publication must be held to constitute a 
valid trade-mark, these words not being so wholly descriptive of 
applicant’s publication as to fall within the prohibition of the 
statute. 
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In the case of Social Register Ass'n v. Howard (60 Fed. Rep., 
270) the words “Social Register” as applied to a list of names and 
residences of persons living in New York city and the immediate 
vicinity thereof were held to constitute a valid trade-mark. In 
this case the court said: 


These words “Social Register” are clearly selected arbitrarily to 
designate the publication of the complainant, and can not be properly 
called descriptive, in any sense. Hence, the words, when chosen, asso- 
ciated together, and applied to a list of persons selected at will by the 
compiler, as in the case at bar, become a trade-mark, and are entitled to 
protection as such. 


This holding was referred to with approval in the case of 
the Social Register Ass'n v. Murphy, (128 Fed. Rep., 116-120.) 

In my opinion the name of applicant’s publication and that 
of the publication of the opposer are not so similar as to be liable 
to cause confusion. As pointed out by the Examiner of Interfer- 
ences, there is no satisfactory evidence that confusion resulted by 
reason of the use of these titles. While the law is of course the 
same relating to trade-marks for publications as it is with respect 
to trade-marks for other merchandise, yet it is to be noted that 
the purchasing: public of newspapers and publications is a more 
discriminating public than the general purchasing public of other 
kinds of merchandise and that for. this reason the difference be- 
tween two marks when applied to publications and newspapers 
need not be so distinct as when applied to ordinary merchandise. 


Since the opposer used neither the mark sought to be regis- 
tered by applicant nor one so similar thereto as to be liable to 


cause confusion in the mind of the public, it clearly has no stand- 
ing in this opposition under the ruling of the Court of Appeals 
of the District of Columbia in the case of Underwood Typewriter 
Company v. A. B. Dick Company, (163 O. G., 730.) In that 
case Opposition was filed to the registration of a mark on the 
ground that that mark was the name of a patented article and, 
the patent having expired, the mark was public property ; but the 
opposer did not allege that he had ever applied the mark to goods 
of a similar character. The court, after referring to the decision 
in the case of Mcllhenny's Son v. New Iberia Extract of Tabasco 
Pepper Co., Ltd., (133 O. G.. 995; 30 App. D. C., 337.) and Battle 
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Creck Sanitarium Co. v. Fuller, (134 O..G., 1299;.30 App. D. C., 
411,) said: 


Tested by the rule declared in those cases, the opposition is fatally 
defective. The opponent does not claim to have manufactured and put 
on the market a similar article to that on which the trade-mark. has been 
used. The sole ground of opposition, therefore, is that the trade-mark of 

. the proponent has become public property by reason of the expiration 
of the patent upon the machine. If the opponent has the right to oppose 
the registration, any other person could be recognized to make the same 
opposition in the public interest which, so far as the pleading is con 
cerned, is all that is involved 


The rule is obviously the same whether the opposer has not 
manufactured goods like those of the applicant or whether it has 
not used a mark similar to that of the applicant. 

But even if the mark were descriptive, as held by the Ex- 
aminer of Interferences, this opposition would under the rulings 
in the cases cited have no standing, since, as above pointed out, 
opposer had not, prior to filing the opposition, used either the 
mark sought to be registered or one so similar thereto as to be 
likely to cause confusion in the mind of the public and deceive 
purchasers. 

It is held, therefore that applicant is entitled to register the 
mark shown in its application, and the decision of the Examiner 


of Interferences is reversed. 


Fiscuer & Co, v. Jounx Biaut’s Sons Company v. THE 
CotumMpra Rick Packine Co., Lp. 


183 O. G., 219.) 
July 26, 1012. 


PxapE-MARKS—SIMILARITY—"“KITCHEN QUEEN,” “QuEEN,” “QUEEN 
QvuaALity.” 

Where a prior registration showed in the drawing the words 
“Queen Quality” and in the specification the latter word was dis- 
claimed, /teld that registration of a mark consisting of the words “Kit- 
chen Queen” as applied to the same class of goods was properly re 
fused, since a mark consisting of the word “Queen” or of the words 
“Queen: Quality” is so similar to a mark consisting of the words “Kit 
chen Queen” that their simultaneous use would be likely to cause con- 
fusion in the mind of the public. « 
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Messrs. C. A. Snow & Co., for B. Fischer & Co. 
Mr. Cyrus Kehr, for John Blaul’s Sons Company. 
The Columbia Rice Packing Co., Ltd., pro se. 


BiLLincs, First Assistant Commissioner.—This is an appeal 
by John Blaul’s Sons Co. from the decision of the Examiner of 
Trade-Marks denying its motion to dissolve the above-entitled in- 
terference. 

The motion to dissolve is based on the ground that its mark 
and the mark of B. Fischer & Co. are not so similar as to be 
likely to cause confusion in the trade by reason of their simul- 
taneous use upon goods of the same descriptive properties. 

The mark of John Blaul’s Sons Company consists of the 
words “Kitchen Queen.” The mark of B. Fischer & Co. as set 
forth in its application as filed consists of the words “Queen 
Quality.” The Examiner thereafter, under the authority of the 
decison in Johnson v. Brandau, (139 O. G., 732; 32 App. D. C., 
348,) required that the word “Quality,” since it is descriptive, 
should either be disclaimed or removed from the drawing. The 
statement of the application was then amended by inserting after 
the word “drawing” the words “no claim being made to the word 
‘Quality.’ ”’ 

It is contended on behalf of John Blaul’s Sons Company that 
the applicant ‘had no right to thus change its mark, since the signi- 
ficance of the words “Queen” and “Queen Quality” is entirely 
different, that the mark of B. Fischer & Co. must be considered 
to be “Queen Quality,” and that this mark is not so similar to the 
mark consisting of the words “Kitchen Queen” as to be likely 
to cause confusion. 

It is not necessary to decide whether under the circumstances 
of the case B. Fischer & Co. should be allowed to disclaim the 
word “Quality,” since, in my opinion, whether the mark of B. 
Fischer & Co. be considered as consisting of the word “Queen” 
alone or the words “Queen Quality” it is so similar to the mark 
“Kitchen Queen” that their simultaneous use would be likely to 
cause confusion. 

The decision of the Examiner of Trade-Marks is affirmed. 


—— 
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Reep & CARNRICK v. WATERBURY CHEMICAL COMPANY. 
(183 O. G, 2109.) 
August I, 1912. 
Oppos!T1ioN—TESTIMONY—MOTION To SUPPRESS 
It is well settled that no appeal lies from the decision of the 


Examiner of Interferences denying a motion to suppress testimony or 
postponing a consideration of such a motion to final hearing. 


2. SAME—SAME—SAME—REFUSAL TO ANSWER QUESTIONS. 


Where a witness refuses to answer questions and no application 
is made to the district court for an order compelling him to answer 
them, a decision on the question of suppressing the testimony will be 
postponed to final hearing 


Messrs. Kiddle & Wendell, for Reed & Carnrick. 
Mr. IWVallace R. Lane, for Waterbury Chemical Company. 


BILLInGs, First Assistant Commissioner.—This is an appeal 
by Reed & Carnrick from a decision of the Examiner of Inter- 
ferences denying a motion to require the Waterbury Chemical 
Company to recall one of its witnesses and direct that he answer 
certain cross-questions or, in the alternative, that his entire deposi- 
tion be stricken from the record. 

The Examiner of Interferences held that the witness was 
justified in refusing to answer certain cross-questions. He also 
held that other cross-questions should have been answered, but 
that as the motion asked that the witness be compelled to answer 
all the questions or his deposition be stricken out the motion was 
denied, without prejudice to its renewal at final hearing. It is 
well settled that no appeal lies from the decision of the Examiner 
of Interferences denying a motion to supress testimony or post- 
poning the consideration of such a motion to final hearing. 


In the case of Greenc, Tweed & Co. v. Manufacturers’ Belt 
Hook Co. (132 O. G., 680) it was said: 


In his decision on the present motion the Examiner of Interferences 
set no limit of appeal. In the case of Deitsch Brothers vy. Loonen (C. D., 
1907, 413; 131 O. G., 2146) it was stated: 

“It is believed that it will be in the interest of good practice and 
will work no hardship to the parties if hereafter no appeal be allowed 
from a decision of the Examiner of Interferences denying a motion to 
suppress testimony or a motion to require the other party to print ex- 
hibits prior to the appeal from his decision on priority rendered after 
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final hearing. The question of the correctness of his decision 01 
tion can of course be raised on such appeal.” 

Although this appeal was taken prior to the date of said decision, 
the reasons which prompted the practice set forth therein are applicable 
to the present case and afford an additional ground why the decision of 
the Examiner of Interferences should not be disturbed. 


It is to be noted furthermore in the present case that no ap- 
plication was made to the Federal court of the district wherein the 
testimony was taken for an order compelling the witness to answer 
the questions. In the case of the /ndependent Baking Powder 
Company v. Fidelity Manufacturing Company (94 O. G., 222) 


the Commissioner, after referring to the fact that no such applica- 
tion was made in that case, said: 


Where a party fails to take such action, it is the settled practi 


the Office to postpone a decision on the matter until final hy 
priority, when the whole record is reviewed. 


The practice in oppostion proceedings follows that of the 
Federal equity practice. In the case of H. Scherer & Co. et al. v. 


Everest, 168 Fed. Rep., 822) the Court of Appeals for the Eighth 
Circuit, which is the circuit in which the present deposition was 
taken, said: 


The rulings of the referee and of the court upon the various 
tions to suppress the depositions of these witnesses have been considered, 
so far as they were material, on the theory, adopted by court and counsel 
below, that the suppression of depositions was the proper remedy for 
the refusal of witnesses to produce relevant evidence. But this is 
error. The remedy in the national courts in equity and in bankrupte 
for the failure or refusal of a witness to answer competent questions or 
to produce material evidence is not the suppression of the deposition or 
of the evidence which he does produce, and that for the reason that 
all evidence which is not glaringly irrelevant, whether deemed material 
and competent by the referee and the court below or not, must be made 
a part of the record, and in case of an appeal returned to the appellat: 
court to the end that a final adjudication may be rendered in that court 
without another hearing below. The true remedy for the refusal of 
witness to answer proper questions or to produce relevant evidence is 
enforced order of the proper court that he shall do so. 


The appeal is dismissed. 
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KX PARTE, GOLDBERG, BowEN & Co. 
; is 9 Aa ° 
i 7 1 74.) 
§ 
August I, 1912. 
TrapE-MarKs—"“GOLDEN STATE” —GEOGRAPHICAI 
j The words “Goldet State” /ield not registrable as ; technical 
trade-mark, since they constitute a name applied to California and are 
therefore geographical 

{ Vessrs. Mason, Fenwick & Lawrence, tor the applicant. 


BILLINGs, First Assistant Commissioner.—This is an appeal 
from the decision of the Examiner of Trade-Marks refusing to 
register the words “Golden State’ as a trade-mark for certain 
named foods. 

The ground of rejection is that the words “Golden State” 
designate the State of California, in which the applicant 1s located, 
and the mark is therefore a geographical name or term whose 
registration is prohibited by the Trade-Mark Act. 

The words “Golden State” constitute a name which is applied —_ 
to California, (Century Cyclopedia of Names, p. 446; Nelson's 
Encyclopedia, vol. 2, p. 448,) and registration was therefore prop- 
erly refused. (Columbia Mi'l Co. v. Alcorn et al., 150 U. S., 460; 
65 O. G., 1916.) 

\s noted by the Examiner, a similar ruling was made in the 
case of er parte, Bay State Optical Company, (57 MS. Dec., 315,) 
in which registration of the words “Bay State” was refused on the 
ground that these words indicated the State of Massachusetts. 


The decision of the Examiner of Trade-Marks is affirmed. 


ConsuMERS Company v. Hyprox CueEmicart Co. 


lugust 27, 1912. 
TrapE-MarkKs—DistTi_Lep WATER AND PEROXID 0 H y pROGEN—-NOT 
Goops OF THE SAME Descriptive PROPERTIES. 

Where a notice of opposition was filed to the registration of a mark 
as a trade-mark for peroxid of hydrogen, alleging use of the mark 
first upon artificial ice and subsequently upon distilled water, ginger 
ale, metal coolers, and peroxid of hydrogen, but the mark was not used 
upon peroxid of hydrogen until after its use by applicant, held that 





434 THE TRADE-MARK REPORTER 


the opposition was properly dismissed, since peroxid of hydrogen does 
not constitute goods of the same descriptive properties as distilled water 
nor merchandise of such character as to come within the natural ex- 
pansion of the previous business of the opposer. 


Messrs. Offield, Towle, Graves & Offield, for Consumers 
Company. (Mr. James R. Officld and Messrs. Bacon & Milans 
of counsel. ) 

Mr. Ernest Hopkinson, for Hydrox Chemical Co. (Mr. 
Edward HW". J’aill of counsel. ) 


TENNANT, Assistant Commissioner.—This is an appeal from 
the decision of the Examiner of Interferences sustaining a de- 
murrer filed by the Hydrox Chemical Co. against the opposition 
of the Consumers Company and dismissing the notice of oppost- 
tion. 

Several grounds of demurrer are set forth against the notice 
of opposition, the principal one being that the merchandise of the 
respective parties upon which the trade-mark in controversy is 
used are not of the same descriptive properties, and this ground 
was alone considered by the Examiner of Interferences sufficient 
to warrant the dismissal of the notice of opposition. 

The mark which is sought to be registered is the word 
“Hydrox” as a trade-mark for peroxid of hydrogen. It is alleged 
in the application for registration filed by the Hydrox Chemical 
Co. that this mark has been in use for peroxid of hydrogen since 
July 19, 1905. In the notice of opposition it is alleged that the 
word “Hydrox” has been used in the business of the opposer’s 
company and its predecessors upon various products from the 
year 1892 to the present time. It is alleged that a predecessor 
company, the Consumers Ice Co., was organized in 1888 for the 
manufacture and sale of artificial ice; that in January of 1912 dis- 
tilled water was put on the market under the name of “Hydrox,” 
and subsequently in 1898 by an extension of business the trade- 
mark “Hydrox” was applied to various beverages, such as ginger 
ale, root beer, sarsaparilla, and others; that in 1906 metal coolers 
for “Hydrox” water and artificial ice were manufactured and 
placed on the market by this company; that in 1908 the word 
“Hydrox” was applied to peroxid of hydrogen and in rgto the 
same trade-mark was applied to ice cream. It is alleged: 
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That peroxid of hydrogen would naturally come within the line of 
articles manufactured by the said Consumers Company and its prede- 
cessors is evidenced by the fact that the basis of such product is substan- 
tially ninety-six per cent (96 per cent) of distilled water 


It is urged in the brief that— 
sie 

the products heretofore marked by the Opposer are based almost entirely 
on distilled water and therefore any product which has as a basis distilled 
water and where the purity of that product depends largely upon the 
purity of the water, this company should have the exclusive right to use 
the word because the purity of its water has become universally known. 
It seems obvious that the Consumers Company would be injured by the 
registration of its trade-mark by the applicant, the Hydrox Chemical 
Company, because your honor appreciates the fact that many forms of 
beverages and distilled waters, as well as peroxid, are sold in drug stores 
and similar places for dispensing goods of this character and the Con 
sumers Company’s products being so well known under the trade-mark 
Hydrox, it would seem equally apparent that the public would be misled 
by any other company using the same trade-mark on any goods the basis 
of which is distilled water 

The gist of the controversy therefore, and on this proposition we 
feel that in justice and equity we should be permitted to take testimony, 
is that the trade-mark Hydrox was duly registered Jan. 18, 1808 by the 
Consumers Company, No. 31,147, as a trade-mark for distilled water 
By reason of this registration of the coined word Hydrox, a technical 
trade-mark, which the Consumers Company originated in the month of 
Jan., 1892, the Consumers Company not only has the right to the ex 


clusive use of the trade-mark Hydrox as applied to distilled water, but 
to all other allied products as well That before the Hydrox Chemical 
Company had placed peroxid of hydrogen upon the market the Consumers 


Company had used the trade-mark Hydrox as applied to a large variety 
of products in which carbonated or distilled water formed the greater 
part, and since the Consumers Company had acquired a reputation as the 
manufacturer of certain high grade products it therefore had the right to 
include other products of similar nature, and by “similar nature” is meant 
such products as are wholly or in part composed of the material to which 
the trade-mark Hydrox was originally applied in 1892. In keeping with 
the theory that a manufacturer has the right to include all goods under 
his established trade-mark comprised in a normal and legitimate expan 
sion of his business, and in this instance that normal and legitimate ex- 
pansion would certainly include a product consisting of 96 per cent of dis- 
tilled water, the very product on which the mark was first applied. 


In support of this argument it is further urged that distilled 
water, carbonated water, and peroxid of hydrogen are sold 
through th same channels, especially drug stores. 

In support of this contention reference is made to the fol- 
lowing decisions: Florence Mfg. Co. v. J. C. Dowd & Co., (178 
Fed. Rep., 73;) Collins v. Oliver Ames & Sons, (18 Fed. Rep., 
561;) Layton Pure Food Co. v. Church & Dwight Co., (182 Fed. 
Rep., 35;) Phoenix Paint & Varnish Co. v. John T. Lewis, (139 
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©. G., ggo; 32 App. D. C., 285;) Halter Baker & Co. Ltd. v. 
Harrison, (138 O. G., 770; 32 App. D. C., 272.) 

There is no dispute in respect to the dates upon which the 
respective parties began the use of the mark upon peroxid of 
hydrogen. It is alleged in the application of the Hydrox Chem- 
ical Co. that its mark was adopted in 1905. In the opposition it 
is alleged that the opposer began the use of its trade-mark for 
peroxid of hydrogen in 1908. 


In my opinion the merchandise upon which the opposer had 
used the mark prior to 1g08 were not goods of the same descrip- 
tive properties as peroxid of hydrogen, nor is peroxid of hydrogen 
merchandise of such a character as to come within the natural 
expansion of the previous business of the opposer within the 
rulings contained in the decisions to which reference has been 
made. In each of those cases the merchandise to which the trade- 
mark was later extended was directly in line of the regular line 
of merchandise in which the mark had been used. For example, 
in the case of Collins v. Oliver Ames & Sons the trade-mark 
had been used on axes, picks, etc., and subsequently the business 
was expanded to the manufacture of shovels, to which the same 
mark was applied. 


The Examiner of Interferences aptly distinguishes the pres- 
ent case from those cited by the appellant as follows: 


It is believed that peroxid of hydrogen and distilled and carbonated 
waters, and soft drinks, such as ginger ale, root beer, sarsaparilla, etc., be 
long to different classes of goods. The one is a pharmaceutical prepara 
tion, the others are beverages. Peroxid of hydrogen is a disinfectant and 
is found on sale principally in drug stores or places where drugs and 
preparations of this general character are sold. On the other hand, the 
beverages of the opposer are sold at restaurants, cafés, soda fountains, 
etc. It is not believed that people buying peroxid of hydrogen with the 
mark “Hydrox” thereon would have any right to think that the prepara 
tion was put up by a company engaged in the making of beverages. The 
contention of the opposer that the making of this preparation is a mere 
normal expansion of. its business because ninety-six per cent of the 
compound is distilled water is without force, for distilled water enters 
into the preparation of innumerable compounds which have no relation 
whatever to each other in use and trade. The only question is whether 
the public, knowing of the Consumers Company’s products, would have 
a right to believe that peroxid of hydrogen bearing the mark “Hydrox” 
originated with that company. It is believed that the goods are too far 


apart in composition, use and method of distribution to justify such an 
assumption. 





| 
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4 d/ 
This conclusion is in my opinion supported by the recent 

decision of the court of appeals in the case of Johnson Educator 

Food Company v. Sylvanus Snuth & Company, Inc., (175 O. G., 


268; 37 App. D. C., 107), and the case of Muralo Company v. 
National Lead Company, (165 O. G., 475; 36 App. D. C., 541). 
In the former case it was held that the use of the word “Educator” 
upon salted, smoked, pickled, and canned fish by Sylvanus Smith 
& Company did not invade the right of the Johnson Educator 


es 


Food Company to the use of the word “Educator” as a trade- 
: mark for biscuits, breads, and breakfast cereals, the court stating 
that— 
in the present case it requires altogether too great a stretch of the im- 
agination to conclude that any one calling for breakfast food would ac 
cept salted codfish without knowing the difference. The general and 
essential characteristics of the two products are dissimilar, and while each 
is prepared for human consumption no confusion such as the statute con 
templates can possibly arise in the mind of the public if the two products 
be sold under the same mark 
In the latter decision it was held that calcimine was not of 
ma the same descriptive properties as white lead. 
In my opinion the decision of the Examiner of Interferences 
dismissing the notice of opposition is right, and it is accordingly 


affirmed. 
BLANKE TEA & Correr Company vy. Hirsu. 
82 O. G., 247.) 
| July 31, 1912. 
TrADE-MARKS—INTERFERENCE—DECLARATION—DISCRETION OF THE EX 


AMINER—APPEAI 
The declaration of an interference between two trade-marks is a 
| matter within the discretion of the Examiner of Trade-Marks, and his 
decision refusing to declare an interference will not be reviewed on 
appeal, except where it appears that such discretion has been abused 
Mr. James L. Hopkins, for Blanke Tea & Coffee Company. 
Mr. Ernest IV. Marshall, for Hirsh. 


Moorr. Commissioner.—This is an appeal by the C. F. 
Blanke Tea & Coffee Company from the decision of the Examiner 
























135 THE TRADE-MARK REPORTER 





of Trade-Marks denying its motion to include its two registra- 
tions Nos. 27,939 and 57,581 in the interference. 






Appellant contends that the mark of Hirsh, included in the 






present interference, so closely resembles its above registrations 





as to interfere therewith. The Examiner of Trade-Marks states 





in his decision that this matter was considered prior to the declara- 





tion of the interference in connection with the question of whether 






said registrations were a bar to the application of Hirsh, and at 






that time it was concluded that they were not such a bar. In his 






decision on the motion he adhered to his former ruling. 






In the case of Yonkers Brewery v. ller and Burgweger, (143 
O. G., 258), it was held: 






As to the first contention, the Examiner of Trade-Marks, as stated 
above, has held that there is no interference, and it is well settled that 
this is a matter within his discretion, and his action in refusing to declare 
an interference will not be reviewed in the absence of an abuse of that dis- 
cretion. No such case is shown to exist here. 







Said ruling is applicable in the present case, and there ap- 





pears to have been no abuse of discretion on that part of the Ex- 





aminer of Trade-Marks calling for a review of his decision. 






The Examiner of Trade-Marks in denying the motion 





pointed out that his refusal to include said registrations in the 






interference does not preclude appellant from introducing them 
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in evidence and obtaining the benefit of them at final hearing. 

The contention of appellant that the registrations should be 
included in the interference, so as to shift the burden of proof 
to Hirsh, is not well taken. If appellant is willing to rely upon 


them at final hearing, he need not introduce additional testimony, ‘ 
and the burden imposed upon him in taking his testimony first 
will not be great. ‘ 
The decision of the Examiner of Trade-Marks is affirmed. . 

— g 


Ex PARTE. J. C. BLrarr CoMPAny. 
(182 QO. G., 247:) 
July 5, 1912. 
TrADE-M ARKS—SIMILARITY. 


The mark “Tika” Held unregistrable because of its similarity to 
the registered mark “Swastika.” 
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On appeal. 


Messrs. Arthur C. Fraser & Usina and Messrs. Fraser, 
Turk & Myers, for the applicant. 


BILLINGS, First Assistant Commissioner.—This is an appeal 
from the decision of the Examiner of Trade-Marks refusing to 
register the word “Tika” as a trade-mark for various kinds of 
writing and printing paper and blank books. 

Registration was refused in view of the mark “Swastika,” 
registered June 30, 1908, to George B. Hurd & Co., certificate 
No. 69.663, for writing paper and envelopes. 

The labels filed with the application show that the word 
“Tika” is printed thereon above the representation of a swastika 
and the word “Swastika.” 

It is urged that under the ruling of The Standard Under- 
ground Cable Co., (123 O. G., 656; 27 App. D. C., 320), the 
applicant and not the Office is entitled to designate the features 
which constitute his trade-mark, and that therefore no considera- 
tion whatever should be given to the parts of the specimens which 
show a representation of a swastika and the word. 

The only point for consideration is whether the mark which 
applicant seeks to register bears such a resemblance to the regis- 
tered mark “Swastika” as is likely to cause confusion in the trade 
when applied to goods of the same descriptive properties. As is 
stated by the Examiner, if the two words have a similar signifi- 
cance their resemblance is objectionable, although they may ap- 
pear different when printed and have a different sound when pro- 
nounced. As examples of such words he cites “auto” and “auto- 
mobile,” “’phone” and “telephone,” “photo” and “photograph,” 
in all of which cases the contraction unquestionably carries the 
same significance as the word itself, and one would be unregistra- 
ble if the other were in use as a trade-mark. The word “Swas- 
tika” and the symbol have been much used recently for trade- 
marks and similar purposes and have thereby become quite famil- 
iar to the public. There might be some doubt as to whether the 
contraction “Tika” would carry the same significance as the word 
“Swastika” in the absence of the evidence furnished by applicant’s 
specimens. The application states that the mark has been used 
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since February, 1908, and the specimens indicate both by the 
ilustration and the legend that it has used it in such a way as to 
bear home to the mind of the purchaser in every instance that 
the word “Tika” is a contraction of the word “Swastika” and is 
intended to have the same significance. Under these circum- 
stances it must be held that the two marks bear such a resemblance 
as would be likely to cause confusion as to the origin of the goods 
if both were used simultaneously upon similar goods. 
The decision of the Examiner of Trade-Marks is affirmed. 





EX PARTE, ALLGOEVER, 
(183 O. G., 505.) 
July 26, 1912. 


1. TRApE-MarKs—Goops or THE SAME Descriptive Propertigs—‘SyRuP 


FOR FLAVORING BrveracEs,” “GINGER ALE, SARSAPARILLA, AND 
LEMON-Sopa.” ‘ 

A concentrated syrup for flavoring beverages held to constitute 
goods of the same descriptive properties as ginger-ale, sarsaparilla, 
lemon-soda, and club-soda. 

2. SAME—SIMILARITY—“REx-O-TonE” AND ”REx.” 

The marks “Rex” and “Rex-O-Tone” bear such a resemblance to 
each other as would be likely to confuse purchasers if the two marks 
were concurrently used upon goods of the same descriptive properties. 


On appeal. 


Vessrs. Edgar Tate & Co. and Messrs. Herrick & Drew, for 
the applicant. 


BiILLines, First Assistant Commissioner.—This is an appeal 
from the decision of the Examiner of Trade-Marks refusing to 
register ““Rex-O-Tone” as a trade-mark applied to a concentrated 
syrup for flavoring beverages. Registration was refused in view 
of the mark “Rex” applied to ginger ale, sarsaparilla, lemon soda, 
and club soda, registered May 26, 1903, by William A. Megrath, 
No. 40,440. 

\pplicant contends that the goods are of different descrip- 
tive properties and that the marks are not deceptively similar. 
Applicant's flavoring syrup is for the preparation of drinks, and 
the labels filed bear directions for its use in making soda, which 
is one of the drinks to which the registered mark is applied. 
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[t is believed that these goods are of such a similar nature 

that a purchaser would naturally be led to believe that they were 
put up by the same manufacturer if he found upon them the same 
or similar trade-marks. 
” “Rex” and “Rex-O-Tone” clearly bear such a resemblance 
. to each other as would be likely to confuse purchasers if the two 
marks were concurrently used upon goods of the same descrip- 
tive properties. The Examiner in his statement has cited a num- 
ber of instances in which marks quite as dissimilar as these have 
been held deceptively similar. 


The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE, SHUMATE RAzor COMPANY. 
183 O. G., 506.) 
September 16, IQT2. 


“ Trape-Marks—DescriptivE—“TUNGSTEEL” FOR RAzors AND POocKET 
KNIVES. 

The mark “Tungsteel” as applied to razors and pocket-knives 

{eld not registrable, since it would clearly indicate that the plates 


were made of tungsten ste 
Vessrs. Carr & Carr, for the applicant. 


TENNANT, Assistant Commissioner.—This is an appeal from 
the action of the Examiner of Trade-Marks refusing the regis- 
tration of the word “Tungsteel” as a trade-mark for razors and 
pocket-knives. 

Registration is refused upon the ground that the word “Tung- 
steel” is a contraction or misspelling of the words “tungsten” 
and “steel,” which as applied to the merchandise above specified 
a is descriptive in character. 

It is urged that the word “Tungsteel” is an arbitrary word 
and that— 
assuming, however, that the newly coined word “Tungsteel” suggests a 
combination of the words “tungsten” and “steel,” the fact remains that 
the word “Tungsteel” is newly coined and is arbitrary in its application 
to razors and pocket-knives, and the Examiner fails to point out that 


i tungsten steel has been used to any considerable extent or is desirable 
; tor use in the manufacture of razors or pocket-knives. 
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In the early history of this application the Examiner referred 

to the Century Dictionary and Cyclopedia, in which it is stated 
that— 
“tungsten steel” is a variety of special steel, now largely employed in 
the manufacture of the harder grades of crucible steel. * * * Tung- 
sten steel is exceedingly hard and very brittle; it is used chiefly for the 
tools of lathes and planers for heavy work. 

It is contended in applicant’s brief that the latter quality is 
undesirable for pocket-knives, and it is therefore urged that the 
rejection of the Examiner, even assuming that the mark is sug- 
gestive of the character of the goods, is erroneous. This conten- 
tion of the applicant is not believed to be well founded. Tungsten 
steel is well-known as a steel having particular qualities, and the 
use of the contracted word “Tungsteel” would clearly indicate 
that the blades of the knives or razors were made of tungsten 
steel. If the articles were so constructed, the term would be de- 
scriptive of the quality or character of the goods; if not, it would 
be deceptive, and in either event prohibited registration. 

The decision of the Examiner of Trade-Marks is affirmed. 
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